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FOREWORD 


This report, “Patents and Technical Information Agreements,” is a 
followup of Study No. 10, entitled “Exchange of Patent Rights and 
Technical Information Under Mutual Aid Programs,” and was pre- 
pared for the Subcommittee on Patents, Trademarks, and Copyrights 
of the Senate Committee on the Judiciary as part of its study of the 
U.S. patent system. It deals with the operation of one of the im- 
portant features of the broad program discussed in the earlier study, 
the bilateral patent and technical information agreements which 
the United States has entered into with 12 foreign countries. The 
report was prepared, at the subcommittee’s request, in the Inter- 
national Business Practices Division of the Department of State, by 
Mr. Elias C. Rodriguez under the direction of Mr. Roger C. Dixon, 
Chief of the Division. Others who cooperated substantially in col- 
lecting and supplying the necessary information include Lt. Col. 
George F. Westerman, patent advisor to USRO, and Prof. Michael H. 
Cardozo, author of the earlier study. 

The report is a partial implementation of the recommendation in 
Study No. 10 for further inquiry into the operation of the patent and 
technical information agreements. It describes in more detail than 
was feasible in the earlier study the objectives of the agreements, 
their substantive provisions, and the procedures for implementing and 
administering them. Although directed primarily to the formal 
aspects of the poe the report also assesses to some extent the 
actual impact of the agreements upon the exchange of pees owned. 
technical information, patented and unpatented, and concludes that 
these agreements have been helpful in facilitating such exchanges. 
Within its limits, the report makes a useful contribution to the under- 
standing of a program that has not been widely known. There still 
remain for exploration and evaluation the actual impact of the agree- 
ments upon private interchanges and the contents and operation of 
the private agreements entered into thereunder. : . 

Tn publishing this study, it is important to state clearly its relation 
to the policies and views of this subcommittee. The views expressed 
by the authors are entirely their own. The subcommittee welcomes 
the report for consideration, but its publication in no way signifies 
agreement of the subcommittee with the statements contained in it. 
Such publication does, however, testify to the subcommittee’s belief 
that the study represents a valuable contribution to patent and related 
literature and that the public interest will be served by its publication. 

Josepx C. O’Manoney, 
Chairman, Subcommittee _on Patents, Trademarks, and Copy- 
rights, Committee on the Judiciary, U.S. Senate. 


Aveust 29, 1960. 
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PATENT AND TECHNICAL INFORMATION AGREEMENTS 


By State Department (International Business Practices Division) 


I. InrropuctTion 


A. PRIOR STUDY ON EXCHANGD OF PATENT RIGHTS AND TECHNICAL 
INFORMATION UNDER MUTUAL DEFENSE PROGRAMS 


On June 8, 1958, the Subcommittee on Patents, Trademarks, and 
Copyrights of the Senate Judiciary Committee issued a study on the 
exchange of patent rights and technical information under mutual-aid 

rograms. ‘That document, published as Study No. 10, was prepared 

y Prof. Michael H. Cardozo as part of the subcommittee’s study 
of the U.S. patent system, which was conducted pursuant to Senate 
Resolutions 55 and 236 of the 85th Congress. 

Study No. 10 was designed as a historical review of the problems 
of patents and unpatented technical information in foreign aid and 
mutual defense programs. It related some of the developments in 
the patent field durmg World War II, and traced the growth of the 
mutual security program in the postwar years with particular refer- 
ence to the exchange of patent rights and technical sioheaticn, The 
study concluded with recommendations for further investigations to 
be made of : 

(1) Release conditions, as considered by the United States-British 
Joint Patent Interchange Committee during World War I, pur- 
suant to which unpatented technical information was to be released 
for war production ; 

(2) Offshore procurement and facilties development, and par- 
ticularly the need experienced in these programs for an unimpeded 
flow of technology ; and 

(8) The patent and technical information agreements, negotiated 
by the United States since World War II to facilitate the exchange of 
technology for defense purposes. 


B. BASIS FOR PRESENT STUDY 


Senator Joseph C. O'Mahoney, chairman of the Subcommittee on 
Patents, Trademarks, and Copyrights, addressed a letter to the De- 
partment of State on June 5, 1958, referring to Study No. 10, and, in 
perio to its third recommendation. The letter expressed the 

esirability of obtaining a clearer picture of the effect and operation 
of the bilateral patent and technical information agreements and re- 
quested the Department of State to undertake to obtain the necessary 
information for this review and to submit a report on the develop- 
ment of the program. In so doing it suggested that the study be con- 
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ducted with the cooperation and assistance of the other U.S. Govern- 
ment agencies interested in and participating in the implementation of 
the program. The present study has been prepared in response to 
Senator O’Mahoney’s request. 


C. PREPARATION OF REPORT 


In order to obtain the information needed to prepare the report re- 
quested by Senator O’Mahoney, the Department of State consulted 
with the other interested Government agencies through the Inter- 
agency Technical Property Committee for Defense. The partici- 
fants in these consultations have been the Department of Defense, the 
Department of Commerce, the Department of Justice, the Interna- 
tional Cooperation Administration, and the Chairman of the Gov- 
ernment Patents Board. 

To obtain the experiences and suggestions of private industry, the 
preparation of the study was first discussed with an industry advisory 
committee composed of representatives of principal U.S. industries 
concerned with defense production problems, and which meets period- 
ically under the sponsorship of the Department of Commerce. The 
views of private industry in the United States were then solicited 
through seven industry and trade associations; namely, the National 
Association of Manufacturers, the National Security Industrial As- 
sociation, the National Foreign Trade Council, the Aircraft Industries 
Association, the Automobile Manufacturers Association, the Manufac- 
trig Chemists’ Association, and the Electronic Industries Associa- 
ion. 

The experiences and comments of foreign firms and participating 
foreign governments with respect to the effect of the agreements were 
solicited through the technical property committees established under 
each of the agreements. 


II. Purrosn anv Drvetopment or AGREEMENTS 


A. BACKGROUND 


The series of bilateral agreements to facilitate the interchange of 
patent rights and technical information for defense purposes was con- 
ceived and developed as an element of the mutual security program 
which has as one putes the strengthening of collective security with 
owr free world allies. A cardinal principle of collective security has 
been to build an enduring and sound deterrent to aggression through 
effective military establishments in each country, encompassing not 
only men and equipment but also defense production. This was to be 
attained by self-help and mutual aid. To complement this effort the 
military assistance portion of the mutual security program, particu- 
larly with respect to the North Atlantic Treaty countries, took three 
forms: a direct supply of arms and equipment, a limited amount of 
dollar aid to increase military production programs of the Western 
Buropean nations, and technical and military training assistance. 

Early in the program it became evident that the local milita: pro- 
duction activities of the mutual defense partners could be greatly im- 
proved and accelerated by increasing the flow of technology from U.S. 
defense industries. European defense industries needed licenses to use 
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patented inventions controlled by American owners. Even more im- 
portant, they needed technical know-how to be able to make the best use 
of licenses obtained and to improve their production methods. Some 
governmental international machinery was needed to encourage Kuro- 
pean firms to adopt more advanced techniques and to foster new licens- 
ing relationships between European manufacturers and their Ameri- 
can counterparts. To a lesser but ~Iso useful extent it was desirable to 
encourage similarly the use of European technology in the United 
States. For this interchange to be accomplished it was necessary to 
provide assurances that technology released by one government to 
another government for defense purposes would not be exploited with- 
out proper safeguards and authorization, and that the private owners 
of such technology would be adequately compensated for its use by 
foreign manufacturers. , 

It was to meet these needs that the U.S. Government agencies con- 
cerned with the defense effort formulated the series of bilateral agree- 
ments to facilitate the interchange of patent rights and technical in- 
formation for defense purposes. These agreements are commonly re- 
ferred to as patent and technical information agreements or, more 
simply, technical property agreements. The original legislative basis 
for entering into these agreements was the Mutual Defense Assistance 
Act of 1949, which provided that the President shall conclude agree- 
ments with countries receiving mutual defense assistance and that 
these agreements should contain— 


such * * * provisions as the President may deem necessary 
to effectuate the policies and purposes of this Act and to safe- 
guard the interests of the United States.t 


The Mutual Security Act of 1954, which replaced prior foreign assist- 
ance legislation, made no change in substance in the provisions relat- 
ing to patents and technical information. In addition, in passing the 
1954 act Congress reaffirmed in section 413 (a)— 


the policy of the United States * * * to encourage the contri- 
bution of United States enterprise toward the economic 
strength of other free nations, through * * * exchange of 
ideas and technical information * * *2 


B. NEGOTIATION OF AGREEMENTS 


Subsequent to the passage of the Mutual Defense Assistance Act of 
1949, mutual defense assistance agreements were concluded between 
the United States and most of the other parties to the North Atlantic 
Treaty, containing, with minor variations, provisions that arrange- 
ments would be negotiated between the contracting parties respect- 
ing the furnishing and _use of patents and technical information in 
implementation of the North Atlantic Treaty. Pursuant to these mu- 
tual defense assistance agreements, bilateral agreements dealing with 
the interchange of patents and technical information for defense pur- 
poses were negotiated by the United States, initially with Italy on 


263 Stat. 716 (1949) ; 22 U.S.C. 1572 (Supp. 1950). 
268 Stat. 846 sss) : 22 U.S.C. 1758 (Supp. II, 1956). 
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October 3, 1952,3 and with the United Kingdom on January 19, 1953,4 
and subsequently with Belgium on October 12, 1954,° Norway on 
April 6, 1955,° the Netherlands on April 29, 1955," Greece on June 16, 
1955,° the Federal Republic of Germany on January 4, 1956, J apan 
on March 22, 1956,° Turkey on May 18, 19563+ France on March 12, 
1957,” Australia on January 24, 1958,75 and Denmark on June 20, 1960. 

Similar agreements have been proposed to Portugal and Spain and 
are under consideration by those governments. 


C. BASIC PRINCIPLE OF AGREEMENTS 


An assessment of the effect_and operations of the technical property 
agreements upon the international exchange of technology for defense 
purposes must take into consideration the basic nature of the agree- 
ments. The agreements do not involve any changes in U.S. law and 
the commitments set forth are in effect applications of existing law. 
No new remedies or safeguards are salen for not already contained 
in the law. Rather, it is the basic principle of the agreements that, as 
is normally the case, the exchange of privately owned patent rights 
and technical information should be through commercial channels and 
founded upon private contractual arrangements. 

The agreements essentially are designed to assure private owners 
of technology that the governments are aware of their problems and of 
their interests, and that, in the midst of efforts for defense rearma- 
ment, private rights will not be ignored and violated. Through the 
agreements the governments have manifested their intention that 
possibié loss of private property rights in the course of mutual de- 

ense production will, as a matter of government policy, be minimized 
or, if possible, eliminated. 

The principal effect which is desired and which is to be expected 
of this type of declaratory agreement is to change the climate of 
opinion as to the risks involved in the exchange of technology and the 
consideration given by the governments concerned to such risks. The 
agreements provide an atmosphere of assurances in that they are a 
point of focus for the contracting governments on the basic elements 
of technical interchange and are an official pronouncement that pri- 
uae owners can refer to in seeking redress for damages under existing 
aw. 

III. Basic Provisions or AcrErMEnts 


A. BASIC MODEL AGREEMENT 
(1) General format 


When the need for technical property agreements to implement the 
mutual defense assistance agreements first became evident, considera- 
tion was given to whether the technical property provisions should be 


®The agreement with Italy has remained onl; i 
approval by the Hatta Pari ment. Y provisionally in force, lacking formal 
'reaties ani er International Acts Series 2773; 

5 TIAS 3093 ; 5 UST 2318 ; 202 UNTS 289. EO SSUES LGD 1 CB ENTS IEE 

*TIAS 3226; 6 UST 799. 

7 TIAS 3287 | 6 UST 2187 ; 219 UNTS 105. 

8TIAS 3286; UST 2173. 

°TIAS 3478; 7 UST 45. 

30 TIAS 3585; 7 UST 1021. 

uTIAS 8809; 8 UST 597. 

1 TIAS 8782; 8 UST 353. 

»TIAS 8974. 
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incorporated in a multilateral agreement or should be made the sub- 
ject of bilateral instruments. Several reasons led to the decision that 
bilateral agreements would be more feasible and suitable. In the first 
place, the on for the technical property agreements was not identi- 
cal for all of the countries with which such agreements were to be 
negotiated, since the mutual defense assistance commitments varied 
from country to country. Secondly, the need for technical property 
agreements was also dissimilar between countries, since some countries 
were far more industrialized than others and were likely to engage in 
more defense production to which the agreements might apply. This 
dissimilarity in production potential made it desirable to press for- 
ward more vigorously with negotiations of agreements with the larger 
industrial countries and to avoid delays in negotiation which a multi- 
lateral basis might require. A third reason of substantive importance 
was that the pertinent national laws and the legal position of govern- 
mental agencies whose technology might be involved, differed. It 
was therefore necessary to tailor the agreements to a certain extent 
to fit the particular legal and administrative situations in the various 
countries. 

However, in the interests of uniformity and administrative econ- 
omy it was felt desirable to negotiate bilateral agreements that would 
be as nearly identical as possible. For this reason, the U.S. Govern- 
ment undertook to prepare a basic model agreement which was ini- 
tially proposed to France, the United Kingdom, the Netherlands, Italy, 
Norway, Belgium, Denmark, Portugal, and Luxembourg. The 
model agreement proposed to these governments in the spring of 1952 
formed the basis, with certain variations and understandings, for the 
agreements concluded with Italy and the United Kingdom. The ex- 
perience gained in these early negotiations enabled the United States 
to develop an amended basic model agreement which was proposed to 
other interested governments in mid-1953 and which formed the basis 
for the other agreements concluded. The text of the basic model 
agreement, with annotations showing the differences in the several 
agreements, is reproduced as exhibit A. 


(2) Provisions on privately owned technology 


(a) Channels for flow of privately owned technology 

The underlying reason for the basic principle of the agreements set 
forth above is that the great preponderance of patent rights and tech- 
nical information useful for defense production is privately owned. 
This is perhaps the primary reason why the basic undertaking of the 
governments, set forth in article 1 of the agreements, is to encourage 
the flow of such privately owned patent rights and technical informa- 
tion through commercial channels. The role of the governments in 
such flow is not primarily operational, but rather of a consultative 
nature. This is to say that the governments do not propose to negoti- 
iate private agreements or even necessarily to bring the parties to- 
gether, but rather to stand ready to assist as may be appropriate and 
feasible in removing obstacles to the flow of technology. The empha- 
sis on private initiative and on the use of already existing or newly 
Grentedl commercial relationships ensuing from the role to be taken by 
the governments represents the basic policy and tone of the agree- 
ments. 
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In formulating the agreements it was acknowledged that the tech- 
nology could flow (i) directly from private owners to private users, 
or (11) from a private owner directly to a foreign government, or (iii) 
from a private owner through government channels to a foreign pri- 
vate user. 

(i) From private owners to private users—In exchanges in the 
first category the basis of protection of the private rights involved is 
the contractual arrangements between the private parties. For this as 
for the other categories the agreements require the governments to 
supply, as far as practicable, all necessary information and other 
assistance required to enable the private owner of technology the op- 
portunity of protecting and preserving his rights and for the purpose 
of assessing payments and awards arising from the use of patent 
rights and technical information for defense purposes. 

(ii) From a private owner directly to a foreign government.—With 
regard to the second category, the agreements provide that, when a 
national of one contracting country makes technical information 
available directly to another contracting government at the latter’s re- 
quest and use or disclosure is subsequently made of that information 
for any purpose whether or not for defense, the recipient government 
shall at the owner’s request take such steps as may fe possible under 
its laws to provide “prompt, just, and effective compensation” for 
such use or disclosure, In this connection one of the functions of the 
technical property committees established under the agreements is to 
make recommendations to the contracting governments as to means 
for remedying disparities between the laws of the two countries gov- 
erning compensation for technical information made available for de- 
fense purposes. This function is limited by the fact that technical 
information, per se, is not subject to statutory protection in any coun- 
try, as are patents. Thus, compensation for technical information is 
Tonge a contractual matter. 

(iii From a private owner through Government channels to a 
foreign private user.—On occasion privately owned technical informa- 
tion may be transmitted through government channels. The agree- 
ments indicate that, when a private owner of technical information 
communicates the information to his own government and the in- 
formation is subsequently disclosed by his government to the other 
contracting government, which then uses the information or discloses 
it without the express or implied consent of the owner, the owner may 
seek payment for damages from his own government. As between the 
two governments, however, arrangements may be made in each par- 
ticular case as to the assumption of ultimate liability for payment. 
If disclosure by the owner’s own government to the other government 
has been without the owner’s consent, any damages deriving purely 
from such disclosure would, of course, be a matter to be taken up by 
the owner with his own government. 


(6) U.S. statutory remedies 


When privately owned technical information is transmitted by 
one government to another and it is understood that such transmittal 
is for purposes of information only, the agreements provide that the 
recipient government shall treat the information as disclosed in con- 
fidence and that it shall use its best endeavors to insure that the own- 
er’s rights to obtain patent or comparable statutory protection are not 
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prejudiced. If in any such case the transmission to the foreign gov- 
ernment is made by the U.S. Government without the authorization 
of the private owner, the owner has the right under section 506(b) 
of the Mutual Security Act of 1954* to bring an action for damages 
against the United States. Section 506(c) authorizes the appropriate 
U.S. Government agency to enter into an agreement with the claimant 
in settlement and compromise of the claim. These remedies apply 
particularly to the situation described in paragraph (iti) above. It, 
however, the information is transmitted with the consent of the owner 
and the damage to the owner’s interest arose purely from acts of the 
recipient government, it is contemplated that the owner may assert 
his claims for damages directly against the recipient government. 


(3) Provisions on exchange of government-owned technology 

On a different plane, the agreements provide that when one of the 
contracting governments owns an invention or has the right to grant 
a license to use an invention for defense purposes the other contracting 
government shall be entitled to use the invention without cost, except 
to the extent that there may be liability to a private owner with estab- 
lished interests in the invention. The desirability of providing for 
the royalty-free exchange of government-owned patent rights was 
recognized long before the development of the technical property 
agreements. Executive Order 9865 of June 14, 1947, authorized the 
Department of State to negotiate arrangements with other govern- 
ments for reciprocal royalty-free access to government-owned patents. 
While such agreements were not entered into, in part because of the 
lack of systematic foreign patenting by this Government, the pro- 
visions in the agreements with respect to rights in inventions for mutual 
defense purposes serves to some extent the same general ends. 


(4) Security safeguards 

Under the existing U.S. law, provision is made for the holding in 
secrecy of a patent application if a finding is made that the “publica- 
tion or disclosure of the invention by the granting of a patent therefor 
would be detrimental to the national security.” ** In order to safe- 
guard the security of such inventions and at the same time permit 
the inventors to file patent applications on such inventions in other 
countries, the contracting governments undertake in the respective 
agreements to develop necessary procedures. The preparation of 
these procedures is described in detail in section IV, D, 3, below. 
Essentially, the effect of this provision is twofold. It will benefit 
inventors by enabling them to establish a basis of protection for their 
inventions abroad as against subsequent inventors. In so doing, the 
provision serves to reduce the damages which inventors will suffer 
as a result of the imposition by the U.S. Government of secrecy on 
their inventions, and thereby will tend to reduce the potential liability 
of the U.S. Government toward such inventors. 

The security provision in the agreements refers to patents or patent 
applications held in secrecy, because some countries, unlike the United 
States, follow the practice of issuing patents which are held under 
secrecy. 


#4 68 Stat. 852 (1954) ; 22 U.S.C. 1758 (Supp. III, 1956). 
35 35 U.S.C. 181. 
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Another provision in the agreements having a security objective 
is the requirement that arrangements involving the transmission of 
privately owned technical information which bears a security classi- 
fication shall be subject to the applicable laws and security require- 
ments of both governments. U.S. owners of classified information 
must, of course, secure approval for its export from the U.S. agency 
that has classified it. In addition, the regulations of the Department 
of State with respect to munitions data and the regulations of the 
Department of Commerce with respect to the export of technical data 
must be observed whenever pertinent. 

(5) Administrative machinery 

Each agreement provides for the creation of a bilateral intergovern- 
mental technical property committee, composed of a representative of 
each contracting government. These committees constitute a mecha- 
nism through which problems relating to the interchange of patent 
rights and technical information for defense purposes can be more 
readily identified and resolved, and to assist in bringing about and 
Bxpedstiee the flow of technical information. The functions of the 
technical property committees are set forth in broad terms in the 
respective agreements, and are discussed in greater detail in section 
IV, D, below. 

As of the present writing, the U.S. representative to the bilateral 
committees in pope is the patent advisor on the staff of the defense 
advisor of the U.S. Mission to the North Atlantic Treaty Organization 
and European Regional Organizations (USRO). The U.S. Repre- 
sentative to the United States-Japanese Technical Property Commit- 
tee is the J-4, U.S. Navy Headquarters, U.S. Forces, Japan. The 
United States is represented on the United States-Australian Tech- 
nical Property Committee, which meets in Washington, D.C., by a 
member of the Office of the General Counsel, Department of Defense. 

Within the United States the task of supporting the work of the 
technical property committees has been centered in the Department of 
Defense. That Department coordinates this work with other inter- 
ested agencies through the Interagency Technical Property Commit- 
tee for Defense, composed of representatives of the Department of 
Defense (Chairman), Department of Commerce, Department of Jus- 
tice, Department of State, the International Cooperation Administra- 
tion, and the Chairman of the Government Patents Board. This 
Committee consults periodically with an industry advisory group, 
referred to earlier faye, p. 2), composed of representatives of 
principal U.S. industries concerned with defense production. 


B. VARIATIONS IN THE AGREEMENTS 


The basic provisions and principles of the agreements described 
above appear in all of the agreements which have been negotiated. 
The format and the arrangement of these provisions is uniform in all 
the agreements except the early ones with Italy and the United King- 
dom. Some of the agreements are accompanied by explanatory dip- 
lomatic notes containing clarifications or understandings of the pro- 
visions of the agreements. These notes do not represent departures 
from the basic principles, and the absence of these notes in connection 
with some of the agreements does not mean that certain of these 
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understandings are not applicable. Exhibit A provides a complete 
exposition of the divergences between the various agreements and the 
text of the related notes. The reason for most of these differences is 
self-evident. However, a brief word on some of the outstanding dif- 
ferences may be useful to demonstrate the uniform adherence of the 
agreements to common principles. 


(1) Preamble 

One of the differences which will be noted in the agreements is the 
basis set forth for the conclusion of the particular agreements. Seven 
of the agreements—namely, those with Belgium, France, the Federal 
Republic of Germany, Japan, the Netherlands, Norway, and the 
United Kingdom—tefer in the preamble to the existence of mutual 
defense assistance agreements which provide for the making of ar- 
rangements respecting patents and technical information. The 
Italian agreement refers to the North Atlantic Treaty,” and the Aus- 
tralian agreement refers to the security treat, signed at San Fran- 
cisco in 195117 as the treaty bases for the technical property agree- 
ments. The agreements with Greece and Turkey do not refer in their 
respective preambles to any prior agreements, but merely invoke 
common defense interests. 


(2) Rights of private owners } 

The rights of private owners recognized and aioe for in the 
agreements are, in principle, uniform for all the agreements. As 
noted above, most of the agreements specify that when, within the 
context of the agreement, information is made available directly by 
the private owner to the foreign government which uses or discloses 
that information for any purpose, the recipient government shall 
take such steps as may be possible under its laws to provide pons 
just and effective compensation to the extent that the owner may be 
entitled thereto under such laws. The Italian and United Kingdom 
agreements do not contain the qualification that compensation will be 
to the extent provided under national law. However, this limitation 
is understood to apply also to both of these agreements, and the ex- 
planatory notes exchanged with the United Kingdom in interpreta- 
tion of the agreement make this understanding explicit. i 

The agreement with the Federal Republic of Germany contains 
the additional provision that the rights which individuals may have 
under relevant national legislation to assert claims against the con- 
tracting governments in the courts shall not be affected by the agree- 
ment. “this principle is considered implicit in the other agreements. 
Similarly the French agreement provides explicitly that the agreement 
shall not prejudice the right of the private owner of technical informa- 
tion to seek an indemnity from his own Government. This provision 
is also implicit in the other agreements. 


(3) Secrecy of classified patent applications 

The provision in the agreements that contracting governments shall 
impose secrecy on a patent application equal to that applied to it in the 
country in which originally filed, is accompanied by the undertaking 
that procedures will be formulated for proper and orderly imple- 


be t. 2241; TIAS 1964 ; 34 UNTS 243. 
a Suse 3420; TIAS 2493 ; 131 UNTS 83. 
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mentation. While this commitment is variously phrased in the agree- 
ments, and is absent in the Italian agreement, almost identical pro- 
cedures are being negotiated with each of the contracting governments. 
(See sec. IV, D, below.) 


(4) Royalty-free use of government-owned inventions 

One of the provisions in the basic agreement that has had to be 
carefully adjusted to meet local situations is the provision for recipro- 
cal royalty-free use of government-owned inventions. The reason 
for these variations is that the several countries have quasi-govern- 
mental, quasi-autonomous bodies, differing both in structure and in 
the affinity of relationship with the government. In some instances 
the government itself does not have the legal authority to grant 
royalty-free licenses under patents held by such agencies, and in cer- 
tai cases must itself pay royalties for the use of inventions owned 
by the epaucy in question. 

For this reason the agreements with Belgium, the Federal Republic 
of Germany, and the Netherlands specify that inventions owned by 
such autonomous or quasi-autonomous agencies are to be licensed to 
the other contracting government on terms at least as favorable as 
may be received by the government owning or controlling the entity 
concerned. It is understood that both the royalty-free use of gov- 
ernment-owned inventions and the licenses on terms at least as favor- 
able, relate to use of inventions for defense purposes and not for civil 
or commercial purposes. Some of the agreements make this under- 
standing explicit. 

The notes accompanying the Netherlands agreement and the United 
Kingdom agreement refer to specific agencies within those countries 
a indicate their status as regards the use of inventions held by 

em. 

It is also of interest that the Japanese agreement provides for the 
royalty-free use of Government-owned technical information as well 
as of Government-owned inventions. It has generally been the policy 
of this Government to make Government-owned technical information 
available royalty free to the governments being assisted under the 
mutual security program. 


IV. Asveors or tau Errecr anp Orrration oF THE AGREEMENTS 


A. EXTENT OF KNOWLEDGE OF AGREEMENTS 


One of the first logical fields of inquiry in evaluating the operation 
of the technical property agreements concerns the publicity which 
has been given to the coming into force of the agreements, to their 
purpose and provisions, and to the mechanism for their implementa- 
tion. It is axiomatic that the effectiveness of agreements designed 
primarily to encourage private interchange of technology through 
commercial channels can only be as far reaching as the extent to which 
firms and individuals in this field are aware of and understand their 
procedures and objectives. 
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(1) Regular steps taken to publicize agreements 
(a) Inthe United States 

As an initial step in disseminating information on the agreements 
the Department of State issues a press release each time an agreement 
is concluded setting forth the essential details of its provisions and re- 
ferring to the governmental committees established to_ administer it. 
These releases are widely disseminated through the Department, of 
Commerce, utilizing its numerous links to the business community. 
Among the media employed by the Department of Commerce are 900 
private manufacturing and trade associations, 30 field offices geo- 
graphically situated throughout the United States, and 25 industry 
divisions of that Department. These, collectively, reach many thou- 
sands of industrial and business firms. 

In addition, the notices of and the text of each agreement are sent 
to a selected number of industry and trade associations whose mem- 
ber firms engage in defense production. These associations, which 
are represented in the industry advisory committee referred to earlier, 
are (i) the Aircraft Industries Association, composed of about 150 
member firms engaged in the production of aircraft and aircraft 
components, (ii) the Automobile Manufacturers Association, having 
30 to 40 members and constituting the spokesman for most of the 
automobile industry, (iii) the Manufacturing Chemists’ Association, 
an association of some 150 manufacturing companies including the 
leading companies in the various chemical fields, (iv) the National 
Association of Manufacturers, which, with over 20,000 individual 
members and over 400 association members, has over 80 percent of 
U.S. factory production represented in its membership, (v) the Na- 
tional Foreign Trade Council, whose membership, now numbering 
approximately 1,000, is open to all foreign trade interests, (vi) the 
National Security Industrial Association, encompassing over 600 mem- 
ber firms which are engaged in the sale of material to the Armed 
Forces, and (vii) the Electronic Industries Association, with over 
400 members in the electronics field. These associations in turn bring 
the agreement to the attention of their members, normally by in- 
serting an announcement of the agreement or a news article in their 
respective trade or industries journals. 

The publicity indicated above is in addition to that given all agree- 
ments, specifically : announcement in the Department of State Bulletin 
of the conclusion of each agreement; publication of the text of each 
agreement in a separate pamphlet of the “Treaties and Other Inter- 
national Acts Series,” issued by the Department of State; publica- 
tion of the text of each agreement in the statutory publication “U.S. 
Treaties and Other International Agreements,” issued in volumes 
published on a calendar-year basis; and inclusion of a reference and 
citations to each agreement in the publication entitled “Treaties in 
Force,” issued by the Department of State as of January 1 of each 

ear. 

This publicity in the United States has brought the agreements to 
the attention of the great majority of American firms concerned with 
defense production. Despite this, as might be expected, the survey 
conducted indicated that many firms had either not received the 
notices or that in some instances the information received by a firm 
had not been relayed to the many officials and employees of that firm 
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who might find such knowledge useful. From time to time Washing- 
ton representatives of industrial firms have approached the Depart- 
ment of State with problems relating to the exchange of technology 
for defense production and have indicated no prior knowledge of the 
technical property agreements. 


(b) Abroad 

The Department of State advises its missions abroad, in countries 
which may be interested or affected by the agreements, of new agree- 
ments negotiated and concluded. Thus, the embassies in the in- 
dustrial countries concerned with mutual defense are able to give 
information on the agreements to local firms and local nationals at 
their request. 

The primary responsibility for advising foreign firms of the exist- 
ence of the agreements rests, of course, upon the respective govern- 
ments. In each of the countries concerned the agreements have been 
published in the official gazette, corresponding to the Federal Register 
in the United States, and in a number of countries the agreements 
have also appeared in the official publication of the local industrial 
property office. Some countries have taken additional steps to inform 
their industrial associations of the agreements. Illustrative of the 
steps that are taken by foreign governments to inform their nationals 
of the agreements is the action taken by the Australian Government 
in preparing a pamphlet on the United States-Australian Technical 
Property Agreement for distribution to Australian firms. This book- 
let contains the text of the agreement, with explanatory notes, and a 
foreword emphasizing the importance of the exchange of technology, 
and commending the agreement to private firms for their careful 
examination. 

The survey conducted revealed that, as in the United States, there 
were evident varying degrees of knowledge of the agreements in the 
business communities of the several countries. The U.S. representa- 
tive to the United States-Japanese Technical Property Committee re- 
ported that many American business representatives with whom he 
conferred in Tokyo were unaware of the existence of a United States- 
Japanese Technical Property Agreement. The U.S. representative 
to the technical property committees in Europe similarly reported 
that in the implementation of the agreements there was a continuing 
need to increase the awareness of the existence, the purposes, and the 

rovisions of the agreements among government officials as well as in 
usiness and industry circles. 

A number of foreign governments expressed the view that, while 
the agreements were published in the respective countries at the time 
of signature and were described in various official and private publica- 
tions, insufficient subsequent publicity had been given to them. Asa 
result many negotiations of private firms on defense contracts have 
encountered delays and frustrations which might have been avoided 
had the administrative mechanism provided by the technical prop- 
erty agreements been utilized. Some examples in this regard might 
be of interest. 

(i) A Belgian firm, desiring to prepare an offer to the Belgian Goy- 
ernment for the manufacture in Belgium of a type of military vehicle 
being made in the United States, had consulted the U.S. manufacturer 
seeking the specifications on which to base its calculations. The U.S. 
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company, however, stated that it could not turn over the specifications 
without the consent of the U.S. Army, with which it had a contract. 
This reply was consistent with Army regulations applicable to US. 
Government specifications made avaiianle to contractors. Ideally, 
the firm should have acted through the Belgian representative on the 
Technical Property Committee, who could have made proper contact 
with the U.S. members. The Belgian firm, however, approached a 
U.S. Embassy official in Brussels, who was compelled to advise the 
firm that the Embassy and the Military Assistance Advisory Group 
could help only if the Belgian Government first indicated an interest 
in the item. ‘The Belgian firm was, therefore, unable to prepare a 
cost estimate to interest the Belgian Government in the item. The 
ultimate result was a decision by the Belgian Government to procure 
a different model of the article in question. The expert knowledge 
and liaison of the representatives on the United States-Belgian Tech- 
nical Property Committee might have proven of considerable assist- 
ance to the Belgian firm in such a case. 

(ii) The American Embassy in Ankara has reported that at least 
two instances have come to its attention of difficulties encountered by 
Turkish producers of defense items in obtaining necessar technical 
data from American sources. In one instance a Turkish Coversiinent 
factory equipped to manufacture replacement gears for military 
vehicles experienced a delay of 18 months in its Waseda he because 
of the lack of certain drawings and specifications for particular types 
of American transmission gears. Similar difficulties were experienced 
in connection with efforts to obtain drawings and descriptions of var- 
ious types of small arms ammunition intended to be produced by the 
Turkish small arms ammunition arsenal. It is significant that in both 
of these instances substantial sums of U.S. money had been invested in 
these factories for mutual defense purposes. Here again, the United 
States-Turkish Technical Property Committee, if called upon for as- 
sistance, might have rendered a va uable service. 

While it is, of course, not possible to state to what extent the end 
result could have been improved by greater familiarity with and use 
of the mechanism of the technical property agreements in such and 
other like instances, it is evident that the agreements were designed to 
assist in just such circumstances. Better understanding of the agree- 
ments and perhaps the use of the technical property committee’s 
services ee a have brought about the desired results more effectively. 
For example, a case involving two offshore procurement contracts with 
Italian firms had been delayed for many months over the question of 
whether certain patent royalties should be included as an element of 
cost. The United States-Italian Technical Property Committee ob- 
tained the necessary documentation and after a few hours of discussion 
was able to ascertain the propriety of the royalty payments. The 
views of the Committee enabled the contracting office to dispose of the 
matter. 


(2) Further measures being taken to publicize agreements 

As a continuing activity, additional measures are being taken to 
give further publicity to the agreements and to insure that they come 
to the attention of appropriate government officials and private firms. 
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(a) Patent Advisor's Bulletin 

One such measure is the publication of the Patent Advisor’s Bulletin 
by the U.S. representative to the technical property committees in 
Europe. This bulletin, to be issued from time to time, contains in- 
formation on current developments of general interest in the exchange 
of technology for defense purposes. It is circulated in Europe through 
the technical property committees as well as in the United States. 
ney. groups in the United States have expressed the view that the 
Patent Advisor’s Bulletin should be of substantial value in furthering 
public knowledge of the agreements. The first issue of the Patent 
Advisor’s Bulletin is reproduced as exhibit B. 


(b) Department of Defense directive 

The Department of Defense issued directive 2000.3, on April 15, 
1954, entitled “Technical Property Interchange Agreements,” de- 
in the agreements and their operation and setting forth Depart- 
ment of Defense policy as to the release for defense purposes of tech- 
nical information. A revision of directive 2000.3 was issued as of 
March 11, 1959, to bring its contents up to date.** The publication of 
this directive in the Federal Register and in the Code of Federal 
Regulations should serve to disseminate a new basic information on the 
purpose and provisions of the technical property agreements. De- 
partment of Defense Directive 2000.3 is contained in exhibit C. 


(c) Press releases on conclusion of procedures for the recipro- 
cal filing of classified patent applications 
The negotiation, pursuant to the agreements, of procedures for the 

reciprocal filing of classified patent applications is a matter of con- 
siderable importance to American owners of inventions placed under 
secrecy. As mentioned above, such procedures will enable them to 
protect their inventions abroad gee subsequent inventors, by filin, 
patent applications in specified foreign countries on their classifie 
inventions. As the procedures are finalized and concluded with each 
country with which a technical property agreement is in force, it is 

lanned to issue a circular giving the details of the procedures estab- 
ished. These are to be distributed to the interested firms and indus- 
tries in the United States and will be sent to the American embassies 
for dissemination abroad. Exhibit D contains, as an example of such 
releases, the circular issued with respect to the conclusion of pro- 
cedures with the Government of Norway. 


(d) Industrial Property Quarterly 
The U.S. representative to the technical property committees in 
Europe also transmits information related to the technical property 
agreements to the International Bureau for the Protection of Indus- 
trial Property. The Bureau includes pertinent items in its publica- 
tion, the Industrial Property Quarterly, which enjoy ideaprend 
distribution. 


(e) References in other agreements 
Another practice which indirectly will bring the agreements to the 


attention of interested groups is that of including references to the 
technical property agreements in the texts of subsequent intergovern- 


38 Federal Register, Mar. 31, 1959, p. 2490; (‘ode of Federal R i 
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mental agreements implementing NATO policies and in which such 
references are appropriate and useful. Proposals for such references 
have been made by the French Government in respect to an. agreement, 
with the United States covering the transfer by the United States 
of tools to be used in France to produce material for the U.S. offshore 
procurement program, and by the Government of the Federal Repub- 
lic of Germany in respect to an agreement concerning the exchange 
of data for the mutual weapons development program. 


B. EFFECT OF AGREEMENTS UPON BASIC OBSTACLES TO THE EXCHANGE OF 
TECHNOLOGY 
(1) Basie problems 

When the initial drafts of the technical property agreements were 
being prepared, consultations took lace with representatives of 
American industry to inquire into the barriers which in their opinion 
were restricting an increased flow of technology for defense purposes. 
Among the basic problems mentioned by the industry representatives 
were the following: ~>* . 

(a) The fear of American firms that when technical information 
is made available to the U.S. Government it may be released to foreign 
firms and foreign governments without the owner’s knowledge or 
consent, thereby prejudicing the owner’s rights to obtain patents in 
the countries to which it is communicated. : 

(b) The reluctance of American firms to make patent rights and 
technical information available to foreign firms for defense produc- 
tion when such technology may then be put to use for commercial 
purposes under circumstances prejudicial to the rights of the American 
owner. 

(ec) The burden created by security classifications and safeguards 
upon certain technical information and upon information contained 
in pending patent applications. — : 

d) The difficulty of obtaining dollar payments for licenses of 
patent rights and technical information. 

(e) The lack of existing relationships between owners of tech- 
nology in one country and potential users of technology in another 
country. 


(2) Effect of agreements on basic problems 

The inquiries made by the Department through the industry and 
trade associations have revealed that the technical property a 
ments have to a great extent come to grips with those basic obstacles to 
the flow of technology and have reduced them substantially. 

(a) Release of technical information without owner's consent 

In order to assuage the fears of American owners of technical infor- 
mation that the U.S. Government might release such information to 
foreign governments in a manner prejudicial to their rights, the agree- 
ments incorporate an undertaking that a government receiving infor- 
mation specified to be “for information only” would treat the informa- 
tion as disclosed in confidence and would seek to avoid any action which 
would derogate from the rights of the private owner to seek patent or 
other like statutory protection for his information.*® 


2° See art. II, basic model agreement, exhibit A, 
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In further recognition of these rights Department of Defense Direc- 
tive 2000.8 sets forth the policy that in the normal case privately owned 
technical information will not be released to foreign governments with- 
out the owner’s consent and shall initially be released “for information 
only.” 20 


(6) Protection against unauthorized use of technical infor- 
mation 

A number of sources, governmental as well as private, in the United 
States and abroad, have expressed the view that the greatest contribu- 
tion made by the technical property agreements to the free flow of 

rivately owned technical information for defense purposes is the 
ormal recognition in the agreements by the governments concerned 
that private channels will generally be used for the interchange of 
such information. This method of interchange, founded upon con- 
tractual relationships, is the one which private industry has tradi- 
tionally used and is one in which private owners of technology can 
stipulate the scope of use of information being transmitted and can 
provide for adequate compensation. 

An indication of the importance of this basis of protection is sup- 
plied from the exchange experience with Japan. An official of the 
Japanese Patent Office, queried on the matter, stated that in his opinion 
the primary effect of the technical property agreement was to make 
American companies more willing to release technical data and know- 
how to Japanese firms for defense purposes. In a sense American 
companies felt greater confidence that if such technical data and know- 
how were used by the Japanese firms for other purposes than stipu- 
lated in the eee pave agreements, the American firms would 
have a broader legal basis for seeking damages or adequate com- 
pensation. 

The survey of the United States-Japanese exchanges of technology 
for defense purposes, as contemplated es the agreements, revealed that 
the outstanding instance of such exchange has arisen under the cost- 
sharing programs between the United States and Japanese Govern- 
ments for the production of T-33 jet trainer aircraft and F-86F jet 
interceptor aircraft. A number of both types of planes have been 
manufactured in Japan under the cost-sharing agreements. The pro- 
grams are founded on government-to-government agreements between 
the United States and Japan. The lower level working agreements, 
which are the real core of the programs, have been concluded on a 
private basis between the American manufacturers and the Japanese 
manufacturers. These working agreements, or licensing agreements, 
provide directly for the transfer of technical information and know- 
how from the American manufacturer to the Japanese manufacturer 
in each case. In the T-33 program the American manufacturer is 
Lockheed and the Japanese is Kawasaki. In the F-86F program the 
American manufacturer is North American and the Japanese counter- 
part is Mitsubishi. Lockheed and North American would not have 
been willing to turn over the technical data and know-how to Kawa- 
saki and Mitsubishi unless they had believed that the claims for com- 
pensation which might arise from unanticipated use of the technical 
information at a later date would be recognized and honored. The 


* See secs. IV, D, H, F, and G, Department of Defense Directive 2000.3, exhibit C. 


PATENT AND TECHNICAL INFORMATION AGREEMENTS aly 


technical property agreements were designed to foster and provide an 
additional basis for such confidence among licensors. 


(c) Obstacles created by security classifications = 

The impediment placed upon the transmission of technical informa- 
tion for defense purposes by security classifications has been reduced 
to some extent. The coming into force of the agreements and the 
consequent tightening of mutual security safeguards with the other 
countries parties to the agreements creates a situation in which permis- 
sion for the transmission of classified information can more readily 
be given. While classified military information must still be released 
only through Government channels it is clearly the policy of this Gov- 
ernment to facilitate the transmission of such information whenever 
it will contribute to the common defense of the United States and 

‘iendly nations.”* r f : ; 
ees ated problem that has troubled American private industry in 
the past arose from situations in which the secrecy imposed in the 
United States upon a patent application was lifted, and the patent 
applicant had insufficient time to file corresponding patent applica- 
tions abroad on the same invention. From a security point of view, 
the applicant could take no action abroad until the secrecy was lifted. 
Yet from a patent point of view, once the secrecy was lifted the inven- 
tion would soon become public information. The improvement in this 
problem has come about, in part, by the provision of the agreements 
enabling patent applicants whose applications are placed in secrecy 
in the United States to file patent applications on the same invention 
in the other contracting countries while the secrecy order is still in 
effect.” 

(d) Difficulty of obtaining dollar payments : 

A number of American firms have expressed the view that the 
encouragement given by the agreements to licenses for the exchange 
of technology for defense purposes have had a favorable effect upon 
the dollar exchange problem, apart from any effect of the recent 
moves toward convertibility. It has been their experience that gov- 
ernments which have entered into the agreements are more willing 
to allocate dollar exchange to enable technological interchange to 
take place. 

(e) Lack of existing commercial relationships 

The principle of the agreements that technology for defense pur- 
poses must in the main flow through commercial channels points logi- 
cally to the need for creating such commercial relationships where 
none exist. The difficulty in this regard is that quite often the po- 
tential user of certain technical data in one country and the potential 
supplier of that data in another country do not know each other’s 
needs and availabilities. The agreements have made a contribution 
to the reduction of this difficulty through the establishment of the 
technical property committees, described below, which can, in appro- 
priate cases, assist in bringing the potential user and the potential 
supplier together. The official status of the technical property com- 
mittees enhances their effectiveness in cases involving a private firm 


™ See sec. IV, A, Department of Defense Directive 2000.3, exhibit C. 
22 See art. Ili, basic model agreement, exhibit A. 
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in one country and the government in the other country. This facility 
was experienced, for example, by the United States-Federal Republic 
of Germany Technical Property Committee, which was able to furnish 
considerable assistance in bringing together the Government of the 
Federal Republic of Germany, Lockheed, and the General Electric Co. 
on various terms relating to license agreements covering the manu- 
facture of the F-104 Starfighter in Germany. 


C. OPERATION OF AGREEMENT WITH UNITED KINGDOM 


As a result of the longer period of time that the United States- 
United Kingdom agreement has been in force as well as because of 
the substantial defense industry of the United Kingdom, the technical 
property agreement with the United Kingdom has been called into 
play. more regularly than in other countries. Consequently, the 

ritish be! paces provides the broadest picture of the working of 
this type of agreement. 

Since the British agreement was signed, it is estimated that as many 
as 161 agreements between U.S. licensors and British licensees for 
the transfer of technical information and the licensing of patents 
have been made, as contemplated by the agreements, including many 
having wide commercial value, such as those relating to transistors and 
aircraft components.* The source of information on these private 
agreements is the British records concerning dollar payments by Brit- 
ish licensees to American licensors and related to defense production. 
Information is not available on private agreements involving British 
licensors and American licensees. It is common knowledge, ny 
that there have been many such agreements covering aircraft engines, 
rocket motors, and electronic apparatus. Some of the 161 agreements 
noted above provide for a 2-way transfer of patent licenses and tech- 
nical information. In addition, many licensing agreements entered 
into prior to the date of the agreement are, of course, still in force and 
contribute to the flow of defense information. While no private 
agreements have been negotiated through the technical property com- 
mittee, the agreement is felt to have stimulated and encouraged the 
firms concerned to enter into such exchanges. Private agreements 
are not negotiated by or through the committee because as explained 
earlier, the agreement provides that the exchange of privately owned 
technology should be through commercial channels. The agreement 
has been particularly significant in negotiations leading to the re- 
lease of information held by one of the governments but actually the 
property of private firms. The British Government in such cases has 
turned the information over to the U.S. Government with the limita- 
tion “for governmental circles only,” relying on article II of the 
eres to prevent unauthorized use of the information. British 
officials feel that the agreement has made a notable contribution to- 
ward encouraging this kind of transaction. 

One typical matter coming under the agreement, and considered 
by the United States-United Kingdom Technical Property Committee, 
was the handling of the patent rights involved in the making of spare 

arts in England for U.S. equipment. This problem was occasioned 
y the fact that even the repair or maintenance of equipment could 


Exhibit E presents a breakdown in tabular form of the subject matter covered by these 
private agreements. 
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in certain circumstances involve patent site, This subject 
was discussed by the committee and, as a result of its recommendations, 
the progress of the operation was not subsequently impeded and 
delayed by claims of patent holders. : 

British officials expressed a general consensus that article IIT of the 
agreement had greatly improved the situation respecting the handling 
of inventions to be held in secrecy. Before the co: into force of 
the agreement there had existed between the United States and the 
United Kingdom a working agreement regarding such inventions. 
The arrangement was, however, such a highly guarded secret that 
inventors and other interested persons outside the Government offices 
immediately concerned did not know it existed. The publication of 
article III, announcing publicly that there would be “agreed _pro- 
cedures” for the parallel treatment of patent applications held in 
secrecy, gave inventors and private firms assurance that their inven- 
tions would receive the same kind of protective treatment in the other 
country that was available in their own. It also made clear to Govern- 
ment officials in both countries that secret inventions were not to be 
withheld from transmission to the other Government for defense pur- 

oses on security grounds. Article TIT of the United States-United 
Fenadem agreement, and the procedures implementing it, have been 
the prototype for similar arrangements being negotiated by both 
Governments with other countries. : ; 

Between the United States and the United Kingdom, the channels 
adopted for the transmittal between the two Governments of docu- 
ments involving classified inventions, and the procedures for such 
transmittal have resulted from arrangements made from time to time 
as needed rather than through formal negotiations. Inventions orig- 
inating in the United States, and with respect to which patent appli- 
cations are to be filed in England, are transmitted by the U.S. military 
service concerned with the particular device to the attaché of that 
service in the U.S. Embassy in London. They then must go to the 
proper British Government office for filing in accordance with the 
British patent system. 

The usefulness and effectiveness of these procedures are perhaps best 
demonstrated by the following compilation by the Department of 
Defense of the numbers of classified applications filed under these 


arrangements: 
1. United Kingdom classified applications filed in the United States: ae 
1953__-_-. ----------------------=----=-=-=- ee 
1954_. te 
1955-. i 
1956-. cari 
1957-. = oF 
1958. 2 
1959 (4 months) -----------------------------------------------=- 
Total___--------------------------=-— FT RT We 175 
2. United States classified patent applications filed in the United Kingdom: aa 


1959 (4 months) -- 
Total____---------------------------------------=-- === === -- == 
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D. TECHNICAL PROPERTY COMMITTEES 


(1) Terms of reference 


As mentioned earlier, each of the technical property agreements 
provides for the establishment of a bilateral intergovernmental tech- 
nical property committee. The functions of these committees are 
set forth in almost identical terms of reference in each of the respective 
agreements. These duties are listed as follows:* 


a. To consider and make recommendations on such matters 
relating to the subject of this agreement as may be brought 
before it by either contracting government; 


[This general provision was prepared in response to the logical need 
of a forum in which such matters as the interpretation and application 
of the agreement to specific cases can be initially considered. It is 
understood that the members of the committees, as representatives of 
their respective governments, may propose agenda items. ] 


b. To make recommendations to the contracting govern- 
ments concerning any question brought to its attention by 
either government, relating to patent rights and technical in- 
formation which arises in connection with the mutual defense 
program ; 

[An example of an item considered pursuant to this provision is the 
question of whether royalties for government-owned patents are to be 
included in the cost of materials which one contracting government 
might procure from a firm in the other contracting country subject to 
a refund, or whether firms are to be instructed not to include such 
royalties in cost figures. ] 


c. To assist, where appropriate, in the negotiation of com- 
mercial or other agreements for the use of patent rights and 
technical information in the mutual defense program ; 


[Illustrative of this function is the assistance given by the Unit 
States-French Technical Property Committee in the meetin of re 
agreement covering the transfer of special tools to the French Gov- 
ernment. Another activity of the committees under this provision is 
the holding of discussions with officers of private firms, such as Gen- 
eral Electric Co., Lockheed, International Standard Electric, Hispano- 
Suiza, etc., to lend guidance to them and to advise them in the prepara- 
tion of private, commercial agreements. These discussions frequently 
are occasioned by inquiries of private firms desiring assistance in 
licensing agreements involving items under one of the intergovern- 
mental programs, such as the modern weapons program. Oftentimes 
the questions of the private firms find their answers in the provisions 
of the agreements or of the subsidiary arrangements for the filing of 
classified patent applications. ] 


d. To take note of pertinent commercial or other agree- 
ments for the use of patent rights and technical information 
in the mutual defense program, and, where necessary, to ob- 


% The text used here is taken from the basic model agreement, exhibit A. 


PATENT AND TECHNICAL INFORMATION AGREEMENTS 21 


tain the views of the two Governments concerned on the 
acceptability of such agreements; 


[The technical property committee can be of service to private firms, 
ursuant to this provision, by indicating in prospective contracts 
rought to their attention whether they might be objectionable to 

either Government as a matter of policy, and by serving as a channel 
whereby the views of the Governments on such matters may be 
obtained.] 


e. To assist, where appropriate, in the procurement of 
licenses and to make recommendations, where appropriate, 
respecting payment of indemnities covering inventions used 
in the mutual defense program; 


[For example, the U.S. representative to the technical property com- 
mittees in Europe played an active role in negotiations with Bofors 
which led to arrangements whereby the Bofors L-70 gun could be 
produced and sold in the various NATO countries. ] 


f. To encourage projects for technical collaboration be- 
tween and among the armed services of the contracting gov- 
ernments and to facilitate the use of patent rights and tech- 
nical information in such projects; 


[An important example of this type of activity is the problem, de- 
scribed more fully elsewhere in this report, of relating the patenting 
needs of the private owners of secret inventions to the security require- 
ments imposed by the governments concerned on such inventions. 
Similarly, the extensive mutual weapons development program 
(MWDP} has given rise to numerous problems in the field of pro- 
prietary rights in which the technical property committees have been 
of service. This program is based on the congressional authorization, 
under the mutual security legislation, of financia] support for research 
and development with friendly countries on a cost-sharing basis. The 

eneral conditions covering the mutual cooperation in research and 
davelaatent between the United States and the participating coun- 
tries are contained in bilateral agreements which form the basis for 
later individual project agreements. To date, the nations participat- 
ing in the MWDP with the United States are Belgium, France, Fed- 
eral Republic of Germany, Denmark, Italy, Norway, the Netherlands, 
Turkey, and the United Kingdom.] 


g. To keep under review all questions concerning the use, 
for the purposes of the mutual defense program, of all in- 
ventions which are, or hereafter come, within the provisions 
of article V; 


[An illustration of such a question concerns the patent rights held 
by the French Atomic Energy Commission on a measuring device 
useful for locating ores or underseas objects. The use and manufac- 
ture in the United States of this device made it necessary to determine 
whether the device was (a) Government-owned (and thus royalty free 
when used by the U.S. Government for defense purposes) and (0) 
whether it was in the field of atomic energy, which would exclude it 
from the scope of the technical property agreement. The U.S. repre- 
sentative has been the point of contact on these deliberations. He 
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has also been involved in the discussions of ri i 
1 @ rights in the transfer of 
pated binge Pa = military equipment oo be used as satel 
ountry of destination, as well as in the draftin, 
patent clauses in procurement ‘contracts. ] alanis 


h. To make recommendations to the contracti 
: rec acting govern- 
ments, either with respect to particular cases or i fatieral, 
on the means by which any disparities between the laws of the 
ees ee pene the compensation for or otherwise 
erning technical information made available f 
purposes might be remedied. a 


[Working with the representatives of other i 
n ; overnments, both in 
the committees and in NATO groups, the U.S, representative has 
advised on different Government policies and procedures on patent 
matters. While the informal and confidential nature of these dis- 
oniae a ape Seas concrete illustrations, the result has nor- 

all en acceptance of suggestions made and i i - 
ministrative procedures. ] - ee 


(2) General activities of technical property committees 

From the specific list of duties outlined above it can be seen that 
the technical property committees do not have the authority to render 
decisions or to make determinations. Essentially their purpose is to 
provide a forum where problems arising under the agreements can be 
considered and recommendations made to the private parties con- 
cerned or to the contracting governments. The United States has 
endeavored to spromt representatives to these committees who are 
experts in the patent field and who can therefore recognize the dangers 
as well as the possibilities of situations arising under the agreements 
and make useful recommendations concerning them. Many of the 
other countries party to these bilateral agreements have appointed 
highly placed military or patent experts to the committees, thus lend- 
in, eae pein ane prestige to their activities. ‘ 

uring this initial period the technical property commi 

dealt primarily with general problems of TeemmtentAtion Sea with 
intergovernmental problems. Some private controversies and ques- 
tions have also been brought to their attention, and recourse to the 
technical property committees by private firms is expected to increase 
as the committees gain in knowledge and experience and as private 
firms become more familiar with the functions of the committees, 
Another circumstance which is expected to result in increasing activity 
of the technical property committees is that, with the passage of time. 
more humerous claims may be made with respect to the unauthorized 
use or disclosure of technical information transmitted through Gov- 
ernment channels “for information only” or for specified uses. 


(3) Negotiation of procedures for reci: L fil: i 
tenetoae p f ciprocal filing of classified patent 
rr a) {apse o) Prone aa 
ne of the principal activities that has engaged the technical - 
erty committees during their initial meetings thas been the preparation 
and negotiation of procedures for the reciprocal filing of classified 
patent applications. These procedures are called for by the provision 
in the agreements that patent applications held in secrecy in one coun- 
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try will be accorded similar treatment when a corresponding applica- 
tion is filed in the other country. A typical example of this provision 
is article III of the United States-Norwegian agreement,” which reads 
as follows: 
When technical information made available, under agreed 
procedures, by one contracting government to the other for 
urposes of defense discloses an invention which is or may 
be the subject of a patent or patent application held in 
secrecy in the country of origin, similar treatment shall be 
accorded a corresponding patent application filed in the other 
country. 

The interest in this provision has been enhanced due to the fact 
that fairly recently there has been a considerable increase in the amount 
of research and development information being exchanged among the 
various NATO countries. ‘The mutual weapons program should also 
result in a similar increase in the interchange of technical data relat- 
ing to the production of modern weapons. Probably the majority of 
the technical information involved in the various mutual defense areas 
has come or will come from the United States, although the transmittal 
of technical information from foreign countries to the United States 
is certain to increase as these countries develop their research organiza- 
tions. There may be, and in fact usually are, involved in this informa- 
tion numerous inventions covered by U.S. paar. applications, which, 
due to security implications, have been aced in secrecy under the 
provisions of the U.S. Invention Secrecy Act. When an application 
is placed in secrecy under the provisions of this law, the applicant must 
obtain permission from the U.S. Government in order to file a corre- 
sponding patent application in any foreign country. Since many of 
the inventions involved are privately owned, it has been a major prob- 
lem to develop a workable means for the owners of such inventions 
to obtain foreign patent protection in appropriate cases. The pro- 
cedures formulated to accomplish this objective are necessarily related 
to the operation of the U.S. Invention Secrecy Act. 


(b) Operation of procedures in the United States 

In the United States, as in most other countries, the relationship 
between inventors, their attorneys, and the Patent Office has always 
been such as to preserve the invention from public knowledge until 
such time as the patent is granted.?" Consequently, applications are 
processed by the Patent Office using safeguards to avoid public dis- 
closure, under procedures which basically parallel those found in the 
security field. However, as soon as a patent is granted, the invention 
becomes a matter of public knowledge and anyone, whether in privity 
or not, and whether American or alien, may buy a copy of the patent 
for 25 cents. Therefore, it is obvious that patents should not be 
granted on inventions, disclosure of which would be detrimental to 
national security. In order to deal effectively with this problem 
U.S. laws provide for the withholding of a patent in such cases ani 
at the same time erect suitable safeguards for the rights of the 


inventors. 


799; TIAS 3226. 
. Code 181-188 ; 66 Stat. 792 (1952). 
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Under the terms of the Invention Secrecy Act, where the publica- 
tion or disclosure of an invention by the granting of a patent might, 
in the opinion of the Commissioner of Patents, be detrimental to the 
national security, he shall make the patent application in which such 
invention is disclosed available for inspection to the Atomic Energy 
Commission, the Secretary of Defense, and the chief officer of any 
other department or agency of the Government designated by the 
President as a defense agency of the United States. The organization 
primarily responsible for assisting the Secretary of Defense and the 
Commissioner of Patents in carrying out this responsibility is the 
Armed Services Patent Advisory Board. The Board consists of 12 
members, 4 each from the Army, Navy, and Air Force. The primary 
function of the Board is to review applications which are referred to 
it by the Commissioner of Patents or are discovered in some other 
way, for the purpose of recommending issuance, modification or re- 
scission of secrecy orders by the Commissioner of Patents. 

The Board provides the Commissioner with broad guidelines as to 
the types of inventions in which the armed services have a security 
interest. Any application filed in the Patent Office which falls within 
the designated categories is held for review by technical experts of 
the military services having knowledge of classified developments in 
this field. If, in the judgment of one of these experts, a given inven- 
tion is of such character as to require security precautions, the Secre- 
tary of the Board requests the Commissioner of Patents to issue a 
secrecy order. This is a written notice informing the inventor that 
further disclosure of his invention is prohibited and the particular 
U.S. patent application concerned is said to have been “placed in 
secrecy.” A secrecy order in effect, or issued, during a national emer- 
gency declared by the President, shall remain in effect for the dura- 
tion of the national emergency and 6 months thereafter. In the ab- 
sence of such an emergency, the secrecy order must be reviewed yearly 
and a renewal requested in order to keep it in force. 

Under the provisions of the same Invention Secrecy Act, no inven- 
tion made in the United States may be the subject of an application 
for a foreign patent prior to, or within 6 months after, the filing of 
an application thereon in the United States. Thus, 6 months is al- 
lowed for determination by the defense agencies as to whether foreign 
filing of the invention would be detrimental to national security. The 
unlicensed foreign filing of an application covering any such inven- 
tions incurs severe criminal penalties as well as forfeiture of the right 
toa U.S. patent. 


(ec) Foreign secrecy procedures 


The NATO countries, with the exception of Denmark, Iceland, 
Luxembourg, and Portugal, have provisions in their respective laws 
for imposing secrecy on classified inventions relating to defense. The 
statutory procedures vary in the different countries. The granting 
of a patent is deferred until secrecy has been lifted in Canada, France, 
Greece, and the United Kingdom, as it is in the United States. In 


_ At the present time, for the purpose of the Invention Secrecy Act, a proclaimed na- 
tional emergency is in effect. 
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i Italy, Norway, the Netherlands, and Turkey the patent may 
Senet) ie meee publication. National laws in this area are 
presently under revision na number of countries and domestic proce- 
dures in implementation of these laws are also in a state of change. 


(d) Status of negotiation of procedures : 

It is obvious that clearly defined aa tangs are epugehsy mene 
ment properly the patent secrecy article appearing in e 
igh ee os The USRO patent adviser hag Bere 
conducting a series of negotiations relating to the detailed procedures 
necessary for the reciprocal filing of classified patent eppaeie in 
each of the European countries with which such an agreement has eh 
concluded. Similar procedures are being negotiated with Austra i 
Due to the diversity of national laws and variations in security stand- 
ards, the formulation of satisfactory procedures has occupied a con- 
siderable period of time. At the present time, procedures have been 
arranged by the United States with Canada, the United He ingdom, 
Norway, France, the Federal Republic of Germany, Greece, the Fe ar 
lands, Belgium, Denmark, and Italy.” Negotiations on this subje t 
with Italy, Turkey, and the Netherlands are now in their final le 
negotiations are also proceeding, though at a somewhat less advance' 
stage, with Australia, Belgium, and Greece. Japan does not have a 
security system which could form the basis for similar procedures. 

The kind of valuable service in these negotiations that the US. 
representative to the technical property committees can render in each 
country is demonstrated strikingly by the course of events in Den- 
mark. The Danish Government has, since 1952, delayed entering into 
a technical property agreement with the United States until a Danish 
statute could be enacted giving the Government powers to hold patent 
applications of defense interest in secrecy. The draft legislation 
which was needed was not enacted in the Parliament primarily be- 
cause of the opposition of private practitioners. The U.S. repre- 
sentative assisted in removing the misunderstandings of these private 
groups as to the purpose and effects of the agreements, and urged that 
the benefits of the agreements be brought to the attention of interested 
Danish groups. 

(4) U.S. representative to technical property commitiees m Europe 

The assignment as U.S. representative to the technical property 
committees in Europe, as mentioned earlier, has been given to the 
patent advisor of the U.S. mission to the North Atlantic Treaty Or- 
ganization and European Regional Organizations (USRO). The 
office of patent advisor to USRO was established late in 1952 and the 
activities of the office have steadily increased. Because of the nature 
of work performed by the technical property committees, it is neces- 
sary for the U.S. representative to those committees always to be 
abreast of developments in the mutual defense field and to be able to 
maintain constant coordination and harmony in the activties being 


i i i tained in a 
bad dicated above, the procedures with the United Kingdom are not con 
Past senesieat: but rather in the form of a working arrangement. 


58914—60—_5 
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pursued under the various defense programs. The USRO patent ad- 
viser meets this requirement.®° 


($) Parallel channels for exchanges of technology 


In order to review and evaluate properly the activities of the techni- 
cal property committees, it is necessary to bear in mind the existence 
of other committees and governmental channels having complemen- 
tary purposes and objectives in the defense field. As may be expected 
these various groups must engage in numerous activities, peripheral to 
their respective primary responsibilities, in order to achieve properly 
their goals. From an overall point of view, and in light of the total 
needs of mutual defense, the net effect of parallel channels, which in 
a sense compete with each other, is wholly beneficial since each con- 
tributes in a distinct way to promoting defense production. In many 
instances the parallel and interrelated functions and objectives of these 
other groups and international instruments have resulted in their 
being used for purposes which could equally have been met by the 
technical property committee. A brief résumé of some of these alter- 
native bases for interchange of technology is therefore pertinent to 
this study. 


(a) Armed Forces research and development organizations 


The U.S. Army, Navy, and Air Force have established organiza- 
tions in Europe for the purpose of supporting scientific research 
which contributes to the overall research and development responsi- 
bilities of the three services. In supporting such research, these or- 
ganizations have as corollary objectives an increase in the exchange 
of scientific information and the establishment of closer contact. be- 
tween the United States and European scientific communities. The 
four principal organizations of this type are (i) the Office of Naval 
Research, London, whose primary function is the exchange of scien- 
tific information between the United States and other countries, (ii) 
the Navy European research contracts program, created to place re- 
search contracts which will promote scientific research of interest for 
defense purposes, (iii) the U.S. Army Research and Development 
Liaison Group, engaged in establishing working relationships with 
individual scientists and appropriate local research agencies for the 
purpose of receiving and evaluating research and development pro- 
posals, and (iv) the Air Research and Development Command, or- 


*0 The appropriateness of having the patent adviser to USRO serve as the U.S. represent- 
ative to the technical property committees in Hurope is perhaps best demonstrated by the 
terms of reference of the patent advisor, which are as follows: 

“a. He shall be the special assistant for patent and technical property matters on 
the defense staff of USRO ; 

“b. He shall advise and assist the appropriate Embassies in all technical matters 
eteceng: the negotiation of the agreements ; 

“ce, He shall advise USRO, the U.S. Hmbassies, the MAAG’s CINCHUR and FAO 
missions on matters involving the interchange of patent rights and technical informa- 
tion for defense. He shall consult and maintain constant liaison with the Embassies, 
MAAG’s, and FOA missions on proprietary matters of direct interest to those offices ; 

“d. He shall, where appropriate, and in collaboration with the Embassies, MAAG's 
and FOA missions, lend his services to encourage nationals of the contracting parties 
to enter into private arrangements for the interchange of patent rights and technical 
information with the objective of facilitating and expanding production of equipment 
and materials required for defense and avoiding undersirable restrictions of produc- 
tion and trade ; 

“e. He shall keep the agreements under constant review and make recommendations 
as to changes required therein ; 

“f. He shall receive, consider, and forward with recommendations for action, claims 
against the U.S. Government presented through the technical property committee for 
settlement under sec. 506 of the Mutual Security Act, as amended (22 U.S.C. 1668).” 
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anized by the Air Force to draw upon the recognized European 
pepabilities for scientific research in support of the defense stor, 
One of the results of the activities of these four organizations has 
been to establish a channel of communication that parallels in cer- 
tain respects one of the functions designed for the technical property 
committee, namely, the bringing together of firms in one country 
having certain technical data and information and those in other mu- 
tual defense countries having need of such data. In many once 
those seeking technical information of a type covered by the sien oe 
property agreements, and knowing of the services performed by e ese 
research centers, or having already established working enn hips 
with those centers, apply to those offices and obtain similar mee 
to that provided through the technical property committees. z s 4 
of course, beneficial. On the other hand, it may have the effect o 
diminishing the role played by the technical property committees in 
a number of countries. This situation also emphasizes the ape 
tance of making certain that the staffs of the research offices of t Bi 
services are fully acquainted with the purpose and provisions of the 
technical property agreements, so that they will not overlook coo 
significant aspect of the agreements when carrying out activities that 


come within their scope. 


(b) NATO committees ‘ a 

Within the structure of the North Atlantic Treaty Organization 
there are also a number of committees which are active in fostering 
and facilitating the exchange of technical and scientific information 
among the NATO countries. Of particular significance in this bed 
gard are the expert groupe ane < SR Gee Group on the 

i rietary Technical Information. ’ 

“Gy rare pet es of expert groups have been established by the 
various NATO committees to deal with ad hoc technological or pro- 
duction problems. The experts taking part in this work act in oe 
capacity of government representatives, regardless of whether they 
are government employees or drawn from private industry. Persons 
selected as experts are appointed in consideration of their extensive 
knowledge in their particular field, and are expected to possess an 
adequate knowledge of their country’s legislation on the protection 
of technical information, patented, unpatented, or unpatentable, and 
preferably some knowledge of such legislation in other NATO coun- 
tries. When discussing and working on the technological or produc- 
tion problems assigned to them, the experts are urged to share and 
pool their technical knowledge. An indication of the influence of 
these groups of experts in expediting the flow of technology for defense 
purposes is reflected in the following two paragra hs taken. from the 
NATO unclassified annex to AC/74—D/150, Decem| er 4, 1956, “Guid- 
ance for Technical Experts of NATO Working Groups” : 


(4) Guided by this knowledge and by their loyalty to 
NATO, of which their government is a member, experts 
should keep in mind that, according to instructions received, 
they have been commissioned by their government to further 
the interests of the Atlantic Alliance in cooperation with ex- 
perts from other countries. 
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(5) As a general rule, therefore, experts should, in the 
course of their activities, exchange as freely as may be pos- 
sible technical information which is related to the subjects 
they are studying. Nevertheless they should constantly be 
aware of their responsibilities. In particular, when dealing 
with technical information of any kind which is private prop- 
erty, whether owned by private persons, corporate bodies or a 
State itself, care should be taken that the interests of the 
owner are in no way being unduly compromised. As far as 
practicable, experts should in this case be aware of, and in- 
dicate to their colleagues, any statutory protection covering 
the information they wish to communicate. 


Cy Of particular significance in this field in NATO is the Work- 
ing Group on the Protection of Proprietary Technical Information, 
which operates as a subgroup of the Armaments Committee of NATO. 
This working group has been engaged in the consideration of prob- 
lems involving patents and technical information and in formulating 
necessary principles and procedures in this field. To a large extent 
the task of this working group is to accomplish on a multilateral basis 
what is being undertaken bilaterally through the technical roperty 
agreements and their respective committees. Illustrative of this ac- 
tivity is the preparation by the working group of a multilateral agree- 
ment for the mutual safeguarding of secrecy of inventions relating 
to defense and for which applications for patents have been made, for 
adoption by the NATO countries. This multilateral approach, com- 
plementing as it does the bilateral agreements, is of particular benefit 
mm that it serves to encourage and facilitate the exchange of patent 


rights and technical information for defense purposes among the other 
countries of NATO. 


(c) British Joint Services Mission 

In the initial period after the conclusion of the technical property 
agreement with the United Kingdom the technical property committee 
under that agreement met with considerable regularity. While close 
personal contacts between the United States and United Kingdom 
representatives have continued, the frequency of formal meetings has 
diminished, as the existence of alternative channels for the exchange 
of information and for help in the obtaining of patent licenses has 
lessened the demand for the services of the members of that committee. 
One such parallel channel is the British Joint Services Mission 
(BJSM) in Washington, which is deeply involved in the arrangements 
for defense production in both countries and has a patent specialist 
on its staff. Many inquiries that would otherwise find their way to 
the technical property committee are handled with full competence 
by the BJSM. In addition, the mission is often in communication 
with the British member of the technical property committee in his 
capacity of Patent Adviser to the Ministry of Supply. It is note- 
worthy that the British officials who have been isabel in this opera- 
tion are fully familiar with the technical property agreement. 
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VY. Conciusions 


The continuing policy of the U.S. Government of seeking to en- 
courage and facilitate the interchange of patent rights and technical 
information for defense purposes has had the twofold objective of 
assisting in the development of local defense production in the Western 
countries and of furthering the close integration of the defense estab- 
lishments of the free world. The 12 technical Be ety agreements 
negotiated and concluded to carry out this policy would appear to have 
substantially accomplished their purpose. This has been manifested 
by the expressions of representatives of private industry earn 
with defense production, who have indicated that many of the prob- 
lems, which in the early years of the mutual defense program ham- 
pered the exchange of patent rights and technical information, are 
no longer seriously impeding such interchange. In this connection 
private industry and trade associations have made special mention 
of the assurance provided by the agreements that the right to obtain 
patent protection on defense technology will not be jeopardized, of the 
new opportunity for filing patent applications abroad on classified 
inventions, and of the creation of an intergovernmental mechanism to 
deal with patent problems relating to the exchange of technology for 

efense purposes. , 
if An additzonal, and peshaps more objective, method of evaluating 
the international exchange of patent rights and technical information 
for defense ends would be by collecting data on the numbers of licens- 
ing agreements in force, the types of provisions and conditions made, 
the extent to which such agreements are for purely commercial pur- 
poses as well as for defense production, and the changing volume of 
such agreements over a number of years. Such collation and analysis 
has not been possible within the context of this study both because 
the nature of the agreements precludes the existence of a definitive and 
necessary tie between the agreements and specific licensing agreements, 
and because of the administrative difficulties which such collection 
would impose upon private firms. However, astudy of private patents 
and technical information licensing agreements undertaken on a scale 
and in a frame of reference broader than that of these agreements 
would undoubtedly shed additional light on the significance and effect 

technical property agreements. 

ah onpene ae pac es been a tremendous growth of defense pro- 
duction facilities in the NATO and other mutual defense countries. 
This growth, encompassing the development of off-shore procurement, 
the mutual weapons program, agreements for the transfer of special 
production tools, and coordinated research efforts, has had to rest upon 
a vast exchange of production data and technology. Foreign govern- 
ments with which technical property agreements have been concluded 
have felt that the agreements have made a definite contribution to the 
reduction of obstaclesto thisexchange. ] 

As the development of local defense facilities continues, and as new 
problems involving the exchange of technology arise, it will be neces- 
sary to maintain under consideration the effectiveness of the agree- 
ments. At this stage it is clear that some attention will need to be 
devoted to the following four areas: 
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1. The survey of the effect and operations of the technical property 
agreements has revealed a need for a continuing program of publicity. 
From the fact that in the more industrialized countries there is greater 
awareness of the agreements, it may be expected that as local defense 
production expands in the other countries the knowledge of the agree- 
ments, their purpose and mechanism will also grow. The publication 
of the Patent Adviser’s Bulletin, issuance of the Department of De- 
fense directive, and releases on the conclusion of procedures for the 
reciprocal filing of classified patent applications should assist in dis- 
seminating information on the agreements. 

2. As the agreements change from a negotiating stage to one of 
implementation, the work of the technical property committees assumes 
a greater importance. It may become necessary in the future to 
reassess the structure of the committees, their terms of reference, and 
their personnel and administrative requirements in light of the chang- 
ing needs of the program and the amount of promotional and advisory 
activities demanded. 

8. The number of intergovernmental committees and organizations 
having complementary functions related to the exchange of tech- 
nology for defense purposes presents a situation which may need to 
be analyzed and considered from time to time. While it is evident 
that these organizations are created for distinct ends and purposes, 
erie assessment of their activities should serve to avait possible 

angers of duplication and needless proliferation of organizations 
engaged in encouraging the exchange of technology. 

4, The bilateral nature of the agreements contains self-evident limi- 
tations, recognized even during the preparatory stage of the agree- 
ments, As local defense production increases abroad, the advantages 
of a multilateral approach may become even more obvious and may be 
more readily obtained. Much is already being done to effect by multi- 
lateral agreements and working arrangements free world defense 
cooperation previously sought on a bilateral basis. Future evalua- 
tions of this program may reveal the desirability of giving new 
impetus to facilitating the interchange of patent rights and technical 
information multilaterally. 


Exnuimir A 


Basto Mover Acreement To Factirrars rae Lv rercHANcE or PATENT 
Ricuts anp TrecHNIcAL LyrorMATION FoR DrrEense PuRPosES 


(Indicating differences in soos agreements concluded in this 
eries. 


PREAMBLE 


The Government of the United States of America and the Govern- 
ment of . . fe 
Having agreed in the Mutual Defense Assistance Agreement signe 
in Washington on , to negotiate, upon the request of either of 
them, appropriate arrangements between them respecting patents and 
technical information ; eth 2 : 2 
Desiring generally to assist in the production of equipment an 
materials for defense by facilitating and expediting the interchange 
of patent rights and technical information ; and 

clnowledging that the right of private owners of patents and 
technical information should be fully foe ga and protected in 
accordance with the law applicable to such patents and technical 
information ; 


Hi reed as follows: 
pierre Agreement.—Refers in the second paragraph to the 


North Atlantic Treaty, signed at Washington April 4, 1949, and 
does not contain the fourth paragraph. ‘ : 

2. United Kingdom Agreement.—No substantive difference. 

3. Belgian Agreement.—No substantive difference. 

4. Norwegian Agreement.—No substantive difference. 

5. Netherlands Agreement.—No substantive difference. 

6. Greek Agreement.—Does not contain second paragraph, and 
thus does not refer to any prior treaty arrangement. ; 

1". Federal Republic of Germany Agreement.—No substantive 
difference. eta 

8. Japanese Agreement.—No substantive difference. 

9. Turkish Agreement.—Does not contain second paragraph, 
and thus does not refer to any prior treaty arrangement. 

10. French Agreement.—No substantive difference. 

11. Australian Agreement—Refers in second paragraph to 
Security Treaty signed at San Francisco on September 1, 1951. 

12. Danish Agreement.—No substantive difference. 


ARTICLE I 


Each Contracting Government shall, whenever practicable without 
undue limitation of, or impediment to, defense production, facilitate 
the use of patent rights, and encourage the flow and use of privately 
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owned technical information, as defined in Article VIII, for defense 
purposes— 

(a) through the medium of any existing commercial relation- 
ships between the owner of such patent rights and technical in- 
formation and those in the other country having the right to use 
such patent rights and technical information; and 

(b) in the absence of such existing relationships, through the 
creation of such relationships by the owner and the user in the 
other country ; 

provided that, in the case of classified information, such arrangements 
are permitted by the laws and security requirements of both Govern- 
ments, and provided further that the terms of all such arrangements 
shall remain subject to the applicable laws of the two countries. 

1. Italian Agreement.—This article appears as Article III in 
the Italian Agreement; otherwise, no substantive difference. 

2. United Kingdom Agreement.—No substantive difference; 
the United Kingdom Agreement makes it explicit in Article I(a) 
that the user in “the other country” may be a “private person or 
firm or the Government of that other country or an entity owned 
by that Government.” 

3. Belgian Agreement.—No substantive difference. 

4. Norwegian Agreement.—Identical. 

5. Netherlands Agreement.—Identical. 

6. Greek Agreement.—Identical. 

7. Federal Republic of Germany Agreement.—No substantive 
difference. 

8. Japanese Agreement.—No substantive difference. 

9. Turkish Agreement.—No substantive difference. 

10. French Agreement.—No substantive difference; the French 
Agreement contains the same amplification in Article I(a) as is 
contained in the United Kingdom Agreement. 

11. Australian Agreement—No substantive difference. 

12. Danish Agreement—No substantive difference. 


ARTICLE IL 


When, for defense purposes, technical information is supplied by 
one Contracting Government to the other for information only, and 
this is stipulated at the time of supply, the recipient Government shall 
treat the technical information as disclosed in confidence and use its 
best endeavors to ensure that the information is not dealt with in any 
manner likely to prejudice the rights of the owner thereof to obtain 
patent or other like statutory protection therefor. 

1. Italian Agreement.—This article appears as Article IV in 
the Italian Agreement; otherwise, no substantive difference. 

2. United Kingdom Agreement.—Identical. 

3. Belgian Agreement.—Identical. 

4. Norwegian Agreement.—Identical. 

5. Netherlands Agreement—The phrase “for information 
only” is supplanted in the Netherlands Agreement by the phrase 
“for evaluation and planning only.” 

6. Greek Agreement.—Identical. 

4. Federal Republic of Germany Agreement.—Identical. 
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8. Japanese Agreement.—No substantive difference. 

9. Turkish Agreement.—Identical. 

10. French Agreement.—The phrase “other like statutory pro- 
tection” is replaced in the French Agreement by the phrase “any 
other legal protection.” 

11. Australian Agreement.—Article II of the Australian 
Agreement states: “When technical information is supplied for 
defense purposes by one Contracting Government to the other, 
unless otherwise stipulated, the recipient Government shall treat 
the technical information as supplied for information only and 
use its best endeavors to insure that the information is not dealt 
with in any manner likely to prejudice the rights of the owner 
thereof to obtain patent or other like statutory protection there- 
for.” 

12. Danish Agreement.—No substantive difference. 


ARTICLE Tt 


When technical information made available, under agreed pro- 
cedures, by one Contracting Government to the other for the purposes 
of defense discloses an invention which is the subject of a patent or 
patent application held in secrecy in the country of origin similar 
treatment shall be accorded a corresponding patent application filed 
in the other country. 

1. Italian Agreement.—The principle of Article III is con- 
tained in the Italian Agreement as Article VI, and reads as fol- 
lows: “Each Contracting Government agrees to accord any in- 
formation made available to it or its nationals for the purpose of 
defense production the same degree of security protection as such 
information receives in the country from which it is transmitted. 
Patentable information transmitted for such purposes, but which 
is subject to security restrictions in the country of origin, shall 
be treated with no less security restrictions in the epaniey, to 
which transmitted. Information the subject of a patent applica- 
tion held in secrecy in the country of origin, shall be accorded 
similar treatment when a corresponding patent application is 
filed in the other country.” 

2. United Kingdom’ Agreement—Article TIL of the United 
Kingdom Agreement is substantially the same as Article VI of 
the Italian Agreement. 

3. Belgian Agreement.—No substantive difference. 

4, Norwegian Agreement.—No substantive difference. 

5. Netherlands Agreement—Article III of the Netherlands 
Agreement does not contain the phrase “under agreed proced- 
ures.” This same concept is retained, however, by an additional 
sentence which reads: “The Governments agree to develo 
operational procedures as may be required to effectuate this 
article.” 

6. Greek Agreement.—Identical. 

4. Federal Republic of Germany Agreement.—ldentical. 

8. Japanese Agreement.—No substantive difference. 

9. Turkish Agreement.—Article III of the Turkish Agreement 
substitutes the phrase “dealing with categories of items to be 
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established by the Contracting Governments” for the phrase 
“under agreed procedures.” It also contains an additional sen- 
tence reading : “The two Governments shall establish appropriate 
procedures for the implementation of the secrecy contemplated 
by this article.” 

10. French Agreement.—No substantive difference. 

11. Australian Agreement—Article III of the Australian 
Agreement reads as follows: “When technical information made 
available for purposes of defense by one Contracting Govern- 
ment to the other discloses an invention which is the subject of a 
patent or patent application held in secrecy in the country of 
origin, the recipient Government will, to the fullest extent pos- 
sible under its laws, accord similar treatment to a corresponding 
patent yd pea to be filed in the recipient country. The Con- 
tracting Governments agree to develop appropriate procedures to 
facilitate the carrying out of this Article.” 

12. Danish Agreement.—No substantive difference. 


ARTICLE IV 


(a) Where privately owned technical information— 

(i) has been communicated by or on behalf of the owner there- 
of to the Contracting Government of the country of which he is 
a national, and 

(ii) is subsequently disclosed by that Government to the other 
ae opre Government for the purposes of defense and is used 
or disclosed by the latter Government without the express or im- 
plied consent of the owner, the Contracting Governments agree 
that, where any compensation is paid to the owner by the Con- 
tracting Government first receiving the information, such pay- 
ment shall be without prejudice to any arrangements which may 
be made between the two Governments regarding the assumption 
as between them of liability for compensation. The Technical 
Property Committee established under Article VI of this Agree- 
ment will discuss and make recommendations to the Governments 
concerning such arrangements. 

(b) When, for the purposes of defense, technical information is 
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protection as property under recognized legal. principles) 
ars used or provided in connection with production arrange- 
ments for the purpose of defense, the owners of such patent 
rights and technical information are entitled— : 

“(i) to prompt, just and effective compensation there- 
for; an “ 

“(ii) to be afforded, so far as practicable, an oppor- 
tunity of protecting and preserving any rights they may 
have therein; and : ail : 

“(b) that if such patent rights and technical information 
provided or used for purposes of defense are used for pur- 
poses not related to defense, the owners thereof are entitled 
to due compensation therefor.” P 

2. United Kingdom Agreement.—Article IV of the United 
Kingdom Agreement differs in a number of respects from the 
basic agreement, and reads as follows: L 

“(a) Where privately owned technical information of commer- 
cial value— ’ 

“(i) has been communicated by or on behalf of the owner 
thereof to the Contracting Government of the country of 
which he is a national and is subsequently disclosed by that 
Government to the other Contracting Government for the 
purpose of defence and is used or disclosed by the latter Goy- 
ernment without the express or implied consent of the owner, 
or 

“(ii) has been disclosed for purposes of defence, at the re- 

uest of either Contracting Government, by or on behalf of 
the owner thereof (such owner being a national of the country 
of one of the Contracting Governments) to the Contracting 
Government of the country of which he is not a national and 
is used or disclosed by that Government without the express 

or implied consent of the owner, ; ; 
the Contracting Governments agree that, subject to the applicable 
law of either Contracting Government and in the absence of other 
arrangements regarding compensation made through the com- 
mercial relationships referred to in Article I, the owner shall be 


entitled to receive prompt, just and effective compensation for the 
use of the information and for any damage to his interests therein 
resulting from the use or disclosure thereof, and that the neces- 
sary steps shall be taken to ensure payment of any due compensa- 
tion. Any compensation payable to the owner under this Article 
shall be paid by the Contracting Government first receiving the in- 
formation under this Article, but without prejudice to any ar- 
rangements between the two Contracting Governments regarding 
the assumption as between them of liability for compensation. 
The Contracting Governments agree that the owner shall be af- 
forded, so far as practicable, the opportunity of protecting and 
preserving any rights he may have in the information. ’ 
“(b) “Technical information’ as used in this Article means in- 


A < F ae : says i iginated by or peculiarly within the knowledge of 
is defined as information originated by or peculiarly within formation origina y, prety: ve se 
the knowledge of the owner thereof and those in privity with the en TA OF and those in privity with him and not avail 
him, which is not available to the public and is subject to A 


made available by a national of one Contracting Government to the 
other Government at the latter’s request, and use or disclosure is sub- 
sequently made of that information for any purpose, whether or not 
for defense, the recipient Government shall, at the owner’s request, 
take such steps as may be possible under its laws to provide prompt, 
just and effective compensation for such use or disclosure to the ex- 
tent that the owner may be entitled thereto under such laws. 
1. Ltalian Agreement—The provisions of Article IV of the 
basic standard agreement are, to some extent, contained in Article 
T of the Italian Agreement, which reads as follows: 
“The Contracting Governments recognize— 
“(a) that when privately owned patent rights and ‘tech- 
nical information’ (which for the purpose of this Agreement 
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“(c) The commercial value of technical information for the 
purpose of this Article also includes its value solely or partly for 
military purposes.” 

3. Belgian Agreement.—Identical. 

4, Norwegian Agreement.—Identical. 

5. Netherlands Agreement.—Refers in paragraphs (a) (i) and 
in (b) to “national or resident.” In paragraph (a) (ii) the 
Netherlands Agreement does not contain the phrase “without the 
express or implied consent of the owner,” and substitute therefor 
the phrase “for any purposes whether or not for defense.” 

6. Greek Agreement.—Identical. 

7. Federal Republic of Germany Agreement—Axticle IV of the 
German Agreement contains an additional paragraph 3 which 
reads: “Nothing in this Agreement shall affect any rights that an 
owner of patents and of technical information may have to assert 
claims against the Contracting Governments before the courts, 
as provided by relevant national legislation.” 

8. Japanese Agreement.—No substantive difference. 

9. Turkish Agreement.—Identical. 

10. French Agreement.—Article IV of the French Agreement 
reads as follows: 

“1, When, for the needs of defense, technical information 
owned by private persons— 

“(a) has been supplied by or on behalf of the owner of 
the said information to the Contracting Government of the 
country of which he is a national, and is subsequently com- 
municated by that Government to the other Contracting 
Government under the conditions set forth in Article II of 
the present Agreement, then is used or disclosed, without the 
owner’s express agreement, for any purpose whatever, defense 
or other, by the latter Government, or 

“(b) has been supplied, subject to the provisions of Article 
VIII, paragraph 4 of the present Agreement, by or on behalf 
of the owner, a national of one of the Contracting Govern- 
ments, to the other Government, at the latter Government’s 
request, then is used or disclosed, without the owner’s express 
agreement, for any purpose whatever, defense or other, by 
the latter Government. 

the Contracting Governments acknowledge that in the absence of 
the commercial relations provided for in Article I of the present 
Agreement, when, under the laws of the latter Government, the 
owner is entitled to an indemnity from the latter Government for 
the use of this information or for any prejudice resulting from 
its use or disclosure, the indemnity should be prompt, just, and 
effective. Nothing in this Agreement shall affect any right of an 
owner of technical information to seek an indemnity from his 
own Government. 

“2. The Contracting Governments recognize that, in principle, 
the indemnities payable in the case referred to in paragraph 1(a) 
of the present Article are chargeable to the Contracting Bogen: 
ment referred to in paragraph 1 as the latter Government. 

“3. In the case referred to in paragraph 1(a) of the present 
Article, when the Contracting Government to which the technical 
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information has been supplied in the first place has paid an in- 
demnity to its national, the owner of the information, this pay- 
ment shall be made without prejudice to any arrangements which 
may be made between the Contracting Governments in accordance 
with the principle stated in paragraph 2 of the present Article. 

“4, The mission of the Technical Property Cernntitice created 
in pursuance of Article VI of the present Agreement shall con- 
sist, among other things, in helping first of all, when requested by 
a Contracting Government, to conclude an amicable agreement 
between it and the owners of technical information and, on the 
other hand, in studying any questions relative to the arrangements 
referred to in paragraph 8 of the present Article and in sub- 
mitting to the Contracting Governments recommendations per- 
taining to those arrangements.” 

11. Australian Agreement.—Identical. 

12. Danish Agreement.—No substantive difference. 


ARTICLE V 


When one Contracting Government, or an entity or agency owned 
or controlled by such Government, owns or has the right to grant a 
license to use an invention and that invention is used by the other 
Government for defense purposes, the using Government shall be 
entitled to use the invention without cost, except to the extent that 
there may be liability to a private owner with established interests in 
the invention. 

1. Italian Agreement—Article V of the Italian Agreement 
provides : “Each Government will adopt procedures to assure that 
when one Government owns an interest in an invention, which 
invention is used by the other Government for defense purposes, 
such use will, to the extent that no liability to private owners with 
established interests in such inventions would be incurred, be 
without cost to such other Government.” 

2. United Kingdom Agreement.—Article V of the United 
Kingdom Agreement reads as follows: 

“(a) When an invention owned by one Contracting Govern- 
ment is used by the other Contracting Government, for defence 

urposes, such use shall, to the extent that no liability is incurred 
by either Government to any private owner of a proprietary or 
other legal interest in the invention, be without cost to such other 
Government. 

“(b) Inventions made in United Kingdom Government estab- 
lishments or departments and owned by the National Research 
Development Corporation or Power Jets (Research and Develop- 
ment) Limited or like agencies primarily established for the 
purposes of holding and exploiting patents, shall, for the purpose 
of this Article, be treated as though they were Government-owned. 

“(c¢) Whenever either Contracting Cavarnthanit can grant to the 
other Contracting Government for defense purposes a license to 
use an invention not covered by (a) above without incurring lia- 
bility to any private owner of a proprietary or other legal interest 
therein, it shall do so without cost to such other Government, 
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“(d) Nothing in this Article shall affect any licensing or other 
agreement already in force at the date of this Agreement or any 
ay or other compensation paid or agreed to be paid there- 
under.” 

3. Belgian Agreement.—Article V of the Belgian Agreement 
reads as follows: 

“When one Contracting Government owns or has the right to 
grant a license to use an invention and that invention is used by 
the other Government for defense purposes, the using Government 
shall be entitled to use the invention without cost, except to the 
extent that there may be liability to a private owner with estab- 
lished interests in the invention. When one Contracting Gov- 
ernment owns or controls entities having the right to grant a 
license to use an invention and that invention is used by the other 
Government for defense purposes, the using Government shall be 
entitled to a license on terms at least as favorable as may be re- 
ceived by the Government owing or controlling the entity con- 
cerned or by other entities thereof.” 

4. Norwegian A greement.—Identical. 

5. Netherlands Agreement.—Article V of the Netherlands 
Agreement reads as follows: 

“When one Government owns or has the right to grant a license 
to use an invention and that invention is used by the other Gov- 
ernment for defense purposes, the using Government shall be en- 
titled to use the invention without cost, except to the extent that 
there may be liability to a private owner with established interests 
in the invention. 

“When one Government owns or controls entities having the 
right to grant a license to use an invention and that invention is 
used by the other Government for defense purposes, the using 
Government shall be entitled to a license on terms at least as 
favorable as may be received by the Government owning or con- 
trolling the entity concerned or by the other entities thereof, pro- 
vided that the owning or controlling Government is not placed 
under financial obligations thereby.” 

6. Greek Agreement.—ldentical. 

4. Federal Republic of Germany Agreement.—Article V of the 
Federal German Republic Agreement reads as follows: 

“4, When one Contracting Government owns or has the right 
to grant a license to use an invention and that invention is used 
by the other Government for defense purposes, the using Govern- 
ment shall be entitled to use the invention without cost, except to 
the extent that there may be liability to a private owner with 
established interests in the invention. 

“9. When one Contracting Government owns or controls an 
entity owning or having the right to grant a license to use an 
invention and that invention is used by the other Government for 
defense purposes, the using Government shall be entitled to a 
license on terms at least as favorable as may be received by the 
Government owning or controlling the entity concerned or by 
other entities thereof, provided that the owning or controlling 
Government is not placed under financial obligations thereby.” 

8. Japanese Agreement,—Article V of the Japanese Agree- 


PATENT AND TECHNICAL INFORMATION AGREEMENTS 39 


ment includes the right to royalty-free use of Government-owned 
technical information as well as of inventions. In addition, a 
final additional sentence is contained which reads: “The two Gov- 
ernments shall cooperate to ensure that, prior to such use, the using 
Government is informed of any such established interests in the 
invention or technical information.” 

9. Turkish Agreement.—Article V of the Turkish Agreement 
reads as follows: 

“When one Contracting Government, or an entity or agency 
owned or controlled by such Government, owns or has the right 
without cost to itself to grant a license to use an invention and 
that invention is used by the other Government for defense pur- 
poses, the using Government shall be entitled to use the invention 
without cost.” 

10. French Agreement.—Article V of the French Agreement 
reads as follows: 

“1, When an invention owned by one Contracting Government 
is used by the other Contracting Government for defense pur- 
poses, such use shall, to the extent that no liability is incurred by 
either Government to any private owner of a proprietary or 
other legal interest in the invention, be without cost to such other 
Government. 

“2, Whenever either Contracting Government can grant to the 
other Contracting Government for defense purposes a license to 
use an invention not covered by paragraph 1 of the present Ar- 
ticle without incurring liability to any private owner of a pro- 
prietary or other legal interest therein, it shall do so without cost 
to such other Government. 

“3, Nothing in this Article shall affect any licensing or other 
agreement already in force at the date of this Agreement or any 
a or other compensation paid or agreed to be paid there- 
under. 

11. Australian Agreement.—Article V of the Australian Agree- 
ment is worded like Article V of the French Agreement. 

12. Danish Agreement.—No substantive difference. 


ARTICLE VI 


Each Contracting Government shall designate a representative to 


meet with the representative of the other Contracting Government to 
constitute a Technical Property Committee. It shall be the function 
of this Committee: 


(a) To consider and make recommendations on such matters 
relating to the subject of this Agreement as may be brought be- 
fore it by either Contracting Government. 

(b) To make recommendations to the Contracting Govern- 
ments concerning any question, brought to its attention by either 
Government, relating to patent rights and technical information 
which arises in connection with the mutual defense program. 

(c) To assist, where appropriate, in the negotiation of com- 
mercial or other agreements for the use of patent rights and 
technical information in the mutual defense program. 

(d) To take note of pertinent commercial or other agreements 
for the use of patent rights and technical information in the mu- 
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tual defense program, and, where necessary, to obtain the views 
of the two governments on the acceptability of such agreements. 

(e) To assist, where appropriate, in the procurement of licenses 
and to make recommendations, where appropriate, respecting pay- 
ment of indemnities covering inventions used in the mutual de- 
fense program. 

# To encourage projects for technical collaboration between 
and among the armed services of the two Contracting Govern- 
ments and to facilitate the use of patent rights and technical in- 
formation in such projects. 

(g) To keep under review all questions concerning the use, for 
the purposes of the mutual defense program, of all inventions 
which are, or thereafter come, within the provisions of Article V. 

(h) To make recommendations to the Contracting Govern- 
ments, either with respect to particular cases or in general, on 
the means by which any disparities between the laws of the two 
countries governing the compensation for or otherwise concerning 
technical information made available for defense purposes might 
be remedied. 

1. Ltalian Agreement.—Provisions for a Technical Property 
Committee are contained in Article IT of the Italian Agreement, 
which reads as follows: 

“Bach Contracting Government shall designate a represent- 
ative, assisted by an advisory staff, to meet with the represent- 
ative and staff of the other to constitute a Technical Property 
Committee. It shall be the function of this Committee to con- 
sider such matters relating to the subject of this Agreement as 
may be brought before it by either Government, and, in addi- 
tion— 

“(a) to make recommendations to the Contracting Govern- 
ments concerning any question relating to patent rights and 
technical information which is affected by the defense pro- 
gram and is brought to its attention by either Government; 

“(b) to assist in the negotiation of agreements for the use 
of patent rights and technical information in the defense 

program; 

“(o) to take note of pertinent agreements for the use of 

patent rights and technical information in the defense pro- 
ram, and, where necessary, obtain the views of the two 
Gavenanisnts on the acceptability of such agreements; 

“(d) to encourage projects, and facilitate the use of patent 
rights and technical information in projects, for technical 
collaboration undertaken by the armed services of either 
Government ; 

“(e) to arrange for the procurement of, and to make rec- 
ommendations respecting payment for, licenses and indem- 
nities covering inventions in appropriate cases arising in the 
defense program; and 

“(f£) to keep under review all questions concerning the use, 
for the purposes of the defense program, of all inventions 
ae are, or hereafter come, within the provisions of Arti- 
cele V.” 

2. United Kingdom Agreement—Article VI of the United 
Kingdom Agreement reads as follows: 
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“Each Contracting Government shall designate a represent- 
ative to meet with the representative of the other Contractin; 
Government to constitute a Technical Property Committee. It 
shall be the function of this Committee to consider such matters 
relating to the subject of this Agreement as may be brought be- 
fore it by either Contracting Government, and, in addition— 

“(a) to make recommendations to the Contracting Govern- 
ments concerning any question, brought to its attention by 
either of them, relating to patent rights and technical in- 
formation, which arises in connexion with the defence pro- 
gramme of either Contracting Government; 

“(b) to assist in the negotiation of commercial or other 
agreements for the use of patent rights and technical infor- 
mation in the defence programme of either Contracting 
Government; 

“(c) to take note of pertinent commercial or other agree- 
ments for the use of patent rights and technical information 
in the defence programme of either Contracting Govern- 
ment, and, where necessary, to obtain the views of the two 
Governments on the acceptability of such agreements; 

“(d) to encourage projects for technical collaboration be- 
tween and among the armed services of the two Contracting 
Governments and to facilitate the use of patent rights and 
technical information in such projects; 

“(e) to arrange for the procurement of, and to make rec- 
ommendations respecting payment for, licenses and also to 
arrange indemnities, covering inventions in appropriate cases 
arising in the defence programme of either Contracting 
Government ; 

“(f) to make recommendations to the Contracting Govern- 
ments regarding the assumption of liability for compensation 
referred to in Article IV; and 

“(o) to keep under review all questions concerning the use, 
for the purposes of the defence programme of either Con- 
tracting Government, of all inventions which are, or here- 
after come, within the provisions of Article V.” 

3. Belgian Agreement—The introductory paragraph of Article 
VI of the Belgian Agreement specifically provides that the Com- 
mittee “will confine itself to issuing recommendations, to collect- 
ing information, to initiating studies or inquiries,” and especially 
to perform the functions as listed in subparagraphs (a) through 
(h) of the Basic Model Agreement. 

4. Norwegian Agreement.—Identical. 

5. Netherlands Agreement.—Identical. 

6. Greek Agreement.—Identical. 

. Federal Republic of Germany Agreement.—Identical. 

8. Japanese Agreement.—Subparagraphs (f), (g), and (h) of 
Article VI of the Japanese Agreement reads as follows: 

“(f) to facilitate the interchange and use of patent rights 
and technical information in connection with technical col- 
laboration between and among the defense services of the 
two Governments ; 
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“(g) To keep under review all questions concerning the 
use, for purposes of defense, of all inventions or technical in- 
formation which are, or hereafter come, within the provisions 
of Article V; 

“(h) To make recommendations to the Governments, either 
with respect to particular cases or in general, on the means by 
which any differences between the principles of the two coun- 
tries governing the compensation for or otherwise concerning 
technical information made available for purposes of defense 
might be adjusted.” 

9. Turkish Agreement.—The introductory paragraph of Arti- 
cle VI of the Turkish Agreement provides that “Each represent- 
ative may be accompanied by one or more experts or advisers.” 

10. French Agreement—The introductory paragraph of Arti- 
cle VI of the French Agreement provides that “Each government 
shall have the right to appoint special advisers for its representa- 
tive. 

11. Australian Agreement.—Identical with Article VI of the 
French Agreement. 

12. Danish Agreement.—No substantive difference. 


ARTICLE VIL 


Upon request, each Contracting Government shall, as far as practi- 
cable, supply to the other Government all necessary information and 
other assistance required for the purposes of— 

(a) affording the owner of technical information made avail- 
able for defense purposes the opportunity to protect and preserve 
any rights he may have in the technical information ; and 

(b) assessing payments and awards arising out of the use of 
patent rights and technical information made available for de- 
fense purposes. 

1. Italian Agreement.—Article VII of the Italian Agreement 
provides as follows: 

“Bach Contracting Government shall supply to the other all 
necessary production information and other assistance required 
for the purposes of assessing payments and awards arising out 
of the operation of this Agreement.” 

2. United Kingdom Agreement.—Article VII of the United 
Kingdom Agreement is similar to Article VII of the Italian 
Agreement. 

3. Belgian Agreement.—No substantive difference. 

4. Norwegian Agreement.—No substantive difference. 

5. Netherlands Agreement.—No substantive difference. 

6. Greek Agreement.—No substantive difference. 

7. Federal Republic of Germany Agreement.—No substantive 
difference. 

8. Japanese Agreement.—Article VII (a) of the Japanese 
Agreement refers to “the owner of an invention or technical in- 
formation * * *.” 

9. Turkish Agreement.—No substantive difference. 

10. French Agreement—Identical. 

11. Australian Agreement.—No substantive difference. 

12. Danish Agreement.—No substantive difference. 
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ARTICLE VIII 


(a) “Technical information” as used in this Agreement means in- 
formation originated by or peculiarly within the knowledge of the 
owner thereof and those in privity with him and not available to the 

ublic. 
® (b) The term “use” includes manufacture by or for a Contracting 
Government. < 

(c) Nothing in this Agreement shall apply to patents, patent appli- 
cations, and technical information in the field of atomic energy. 

(d) Nothing in this Agreement shall contravene present or future 
security arrangements between the Contracting Governments. . 

1. Italian Agreement.—The Italian Agreement does not contain 
definitions of terms used. Article VIII of the Italian Agreement 
merely provides that the Agreement shall not apply to “patents, 
patent applications and technical information in the field of 
atomic energy, which are restricted by the applicable laws of 
either Government.” 

2. United Kingdom Agreement.—Article VIII of the United 
Kingdom Agreement is like Article VIII of the Italian Agree- 
ment. 

3. Belgian Agreement—Identical. 

4, Norwegian Agreement.—Article VIII of the Norwegian 
Agreement provides an additional subparagraph which reads as 
follows: 

“The term ‘national’ as used in this Agreement means any per- 
son who is a citizen or subject of one of the Contracting Govern- 
ments or domiciled within the territory of such Government, or 
any business enterprise or other organization organized under the 
laws of, and having a bona fide and effective commercial or in- 
dustrial establishment within the territory of, such Government.” 

5. Netherlands Agreement.—Article VIII(a) and (b) of the 
Netherlands Agreement read as follows: 

“(a) ‘Technical information’ as used in this Agreement means 
information (including instructions, methods of manufacture, 
professional, scientific or technological information in any form) 
originated by or peculiarly within the knowledge of the owner 
ee and those in privity with him and not available to the 
public. 

“(b) Invention’ means that which is patented or patentable 
under the law of the respective countries.” 

Article VIII (c), (d) and (e) of the Netherlands Agreement 
correspond to Article VIII (b), (c) and (d) of the Basic Model 
Agreement. 

6. Greek Agreement.—Identical. 

7. Federal Republic of Germany Agreement—Article VIII of 
the German Agreement contains an additional subparagraph read- 
ing as follows: 

“German nationals for the purpose of this Agreement are Ger- 
mans within the meaning of Article 116 of the Basic Law.” 

8. Japanese Agreement.—Article VIII of the Japanese Agree- 
ment contains an additional subparagraph which reads as follows: 

“Patent rights’ means in the application of the present Agree- 
ment in Japan those rights which are granted under the Patent 
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Law or the Utility Model Law of Japan, and in the application 
thereof in the United States of America those rights which are 
granted under the Patent Laws of the United States of America.” 

9. Turkish Agreement.—Identical. 

10. French Agreement.—Article VIII of the French Agree- 
ment reads as follows: 

“1, For the purposes of this Agreement— 

“(a) the term ‘technical information’ means information 
which is not available to the public and which is known only 
by the owner and those in privity with him; 

“(b) the term ‘use’ includes manufacture by or for the ac- 
count of a Contracting Government; 

“(¢) the term ‘disclosed’ in relation to technical informa- 
tion refers to any revelation of a nature to jeopardize the 
owner’s right to obtain a patent or any other legal protection, 
or any use prejudicial to the owner’s interests. 

“9. Nothing in this Agreement shall apply to patents, applica- 
tions for patents and technical information in the field of atomic 
energy.” 

38. “Nothing in this Agreement shall contravene any present or 
future security arrangements entered into between the Contract- 
ing Governments. 

"4 None of the provisions of the present Agreement, more 
especially concerning the communications provided for in Article 
IV, paragraph 1(b), shall be contrary to the obligations of na- 
tionals with regard to internal laws and regulations in the field 
of security.” 

11. Australien Agreement.—Article VIII (d) of the Australian 
Agreement reads as follows: 

‘Except for Article [V(a), nothing in this Agreement shall 
contravene present or future security arrangements between the 
Contracting Governments. Nothing in this Agreement shall re- 
lieve the nationals of either country from the obligations placed 
upon them under the internal security laws and regulations of 
their respective Governments.” 

12. Danish Agreement.—No substantive difference. 


ARTICLE IX 


a) This Agreement shall enter into force on the date of signature. 
b) The terms of this Agreement may be reviewed at any time at 


the request of either Contracting Government. 


(c) This Agreement shall terminate on the date when the Mutual 


Defense Assistance Agreement terminates or six months after notice 


of 


termination by either Contracting Government, whichever is sooner, 


but without prejudice to obligations and liabilities which have then 
accrued pursuant to the terms of this ec es 


1. Italian Agreement.—Article 
provides as follows: 

“The present Agreement shall enter into force provisionally on 
the date of signature and definitely on the date of notification to 
the United States Government by the Italian Government of the 
fulfillment of its constitutional formalities. 


X of the Italian Agreement 


. J 
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“This Agreement will terminate one year after the receipt of 
notification by either Government of the intention of the other 
to terminate it, but without prejudice to obligations and liabilities 
which have then accrued pursuant to the terms of this Agreement. 

“The terms of this Agreement may be reviewed at any time at 
the request of either Government.” 

2. United Kingdom Agreement.—The concluding 
for the United Kingdom Agreement are contained in 
through XII and read as follows: 

“(a) This Agreement shall, on the part of the Government of 
the United Kingdom, extend only to the United Kingdom of 
Great Britain and Northern Ireland. 

“(b) If the Government of the United States wish the Agree- 
ment to be extended to any other territory for whose international 
relations the Government of the United Kingdom are responsible, 
the two Governments will consult together regarding the possi- 
bility of securing the extension of the Agreement to that terri- 


rovisions 
ticles IT 


ory. 

“(c) In this Agreement ‘country’ means the United Kingdom 
of Great Britain and Northern Ireland or the United States of 
America. 

“ARTICLE X 


“This Agreement shall enter into force on the date of signa- 
ture, and shall be registered with the Secretary General of the 
United Nations. 

“ARTICLE XI 


“The terms of this Agreement may be reviewed at any time at 
the request of either Contracting Government. 


“ARTICLE XII 


“This Agreement shall terminate on the date when the Mutual 
Defense Assistance Agreement terminates or six months after 
notice of termination by either Contracting Government, but 
without prejudice to obligations and liabilities which have then 
accrued pursuant to the terms of this Agreement.” 

8. Belgian Agreement.—Identical. 

4. MN be so Agreement.—Identical. 

5. Netherlands Agreement—Article IX (a) and (b) of the 
Netherlands Agreement read as follows: 

“(a) As far as the Netherlands is concerned, this Agreement 
shall apply to the territory of the Kingdom in Europe only. 

“(b) This Agreement shall apply provisionally from the date 
of signature. It shall enter into force on the date the Govern- 
ment of the United States of America is notified that the approval 
constitutionally required in the Netherlands has been obtained.” 

Article TX, (c) and (d) of the Netherlands Agreement corre- 
spond to Article TX (b) and (c) of the Basic Model Agreement. 

6. Greek Agreement.—Article IX (c) of the Greek Agreement 
reads as follows: 
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“This agreement shall terminate six months after notice of 
termination by either Contracting Government but without prej- 
udice to obligations and liabilities which have then accrued pur- 
suant to the terms of this Agreement.” 

%. Federal Republic of Germany Agreement.—Article IX of 
the German Agreement reads as follows: : 

“1, This Agreement shall enter into force definitively on the 
date on which the Mutual Defense Assistance Agreement signed 
at Bonn on June 30, 1955, enters into force, but shall be applied 
provisionally from the date of signature. ’ ; 

“9. The terms of this Agreement may be reviewed at any time 
at the request of either Contracting Government. | : 

“3. ‘Without prejudice to obligations and liabilities which have 
accrued pursuant to the terms of this Agreement, this Agreement 
shall terminate on the date when the Mutual Defense Assistance 
Agreement terminates or six months after notice of termination 
by either Contracting Government, whichever is sooner, provided 
that the provisional application may be terminated by one month’s 
notice by either Contracting Government.” 

8. Japanese Agreement.—Article IX (a) and (b) of the Jap- 
anese Agreement reads as follows: 

“(a) The present Agreement shall enter into force on the date 
of receipt by the Government of the United States of America of 
a note from the Government of Japan stating that Japan has 
approved the Agreement in accordance with its legal procedures. 

(b) The terms of the present Agreement may be reviewed at 
the request of either of the two Governments or amended by agree- 
ment between them at any time. 

9. Turkish Agreement.—Article IX of the Turkish Agreement 
reads as follows: 

“(a) This Agreement shall enter into force on the date of 
receipt by the Government of the United States of America of a 
fetiantion in writing from the Government of the Republic of 
Turkey of approval of the Agreements in accordance with the 
constitutional procedures of Turkey. 

“(b) The terms of this Agreement may be reviewed at any time 
at the request of either Contracting Government. 

“(¢) This Agreement shall terminate six months after notice 
of termination by either Contracting Government but without 
prejudice to obligations and liabilities which have then accrued 
pursuant to the terms of this Agreement.” 

10. French Agreement.—Identical. 

11. Australian Agreement.—Article IX(c) of the Australian 
Agreement reads as follows: 

“This Agreement will terminate six months after written notice 
of termination has been given by either Contracting Government 
to the other, but without prejudice to obligations and liabilities 
which have then accrued pursuant to the terms of this Agree- 
ment. 

12. Danish Agreement.—No substantive difference. 
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Nores, Prorocon anp Acreep Minutes Revatep To THE AGREEMENTS 


1. Ltalian Agreement.—None. 
2. United Kingdom Agreement.— 
The American Ambassador to the British Secretary of State for 
Foreign Affairs: 
American Empassy, 


oe London, England, January 19, 1953. 


Sm: 

With reference to the Agreement between our two Governments to 
facilitate the interchange of patent rights and technical information 
for defense purposes, signed on January 19, 1953, I have the honor 
to inform Your Excellency of certain interpretations placed thereon 
by my Government. 

It is understood that Article I of the Agreement shall apply to 
patent rights or technical information owned or controlled by the 
National Research Development. Corporation and Power Jets (Re- 
search and Development) Limited. 

It is the understanding of my Government that the redress afforded 
in accordance with Article IV of the Agreement by either Govern- 
ment to persons iin hy! claims for compensation would be equiva- 
lent to that afforded by the other Government in similar cases. In 
the event, however, that this is found not to be true in a particular 
case and that in that case the claimant does not have a valid claim in 
accordance with Article IV under the law of the Contracting Govern- 
ment entertaining the claim but would in similar circumstances have 
had a valid claim under the law of the other Contracting Government, 
it is the understanding of the United States Government that the 
Technical Property Committee, as part of its functions under Article 
VI of the Agreement, will consult and make recommendations to the 
two Governments with a view to remedying the situation. 

I should be glad if you would confirm that the understandings of 
the Government of the United States as set forth above also represent 
the understandings of Her Majesty’s Government. 

_ Please, accept, Sir, the renewed assurances of my highest considera- 
tion. 
Waurer S. Grrrorp 
The Right Honorable 
Awntuony Epen, M.C., M.P., 
Secretary of State for Foreign Affairs, 
Foreign Office, S.W.1. 


The British Secretary of State for Foreign Affairs to the American 
Ambassador : 
Fornien Orrics, 8.W.1. 


19th January, 1953. 
(M.1018/1) 


Your ExcetnEency, 

I have the honour to acknowledge the receipt of Your Excellency’s 
Note No. 8398 of to-day’s date, which reads as follows: [Text of which 
appears above. | 
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In reply I have the honour to confirm that the understandings set 
forth in your Note also represent the understandings of Her Maj- 
esty’s Government in the United Kingdom. 

T have the honour to be, with the highest consideration, 

Your Excellency’s obedient Servant, 
AnTHOoNY EpEn. 
His Excellency 
The Honourable Waurer S. Grrrorp, 
1 Grosvenor Square, W.1. 
3. Belgian Agreement.—None. 
4. Norwegian Agreement.— 


Agreed Minutes to Article V 


(a) It is understood that Article V is not applicable to companies 
of shareholders, corporations or other entities in which a Contracting 
Government owns less than 100% of the shares or other proprietary 
interests. Each Contracting Government will, however, use its best 
endeavors to facilitate the use on reasonable terms for defense pur- 
poses of any inventions of entities in which it has a substantial but 
less than 100% interest. 

(b) It is further understood that Article V is not applicable to 
any patent which might be expropriated from private owners by the 
Government of Norway at the request of and for the purpose of de- 
fense use by the Government of the United States. 

5. Netherlands Agreement.— 

The Netherlands Minister for Foreign Affairs and the Minister 
Without Portfolio to the American Ambassador: 

Arvrin 20TH, 1955. 
Exceniency : 

With regard to the “Agreement to facilitate the exchange of Patent 
Rights and Technical Information for Defense Purposes” concluded 
on April 29th 1955 between our two Governments, we would propose 
that the following interpretations be considered as constituting a 
formal part of our mutual understandings. 

1. With regard to Article TV it is recognized that the actions of 
our two Governments in transmitting privately-owned technical in- 
formation to each other, or in the subsequent disclosure or use of such 
information, might on occasion result in liability by one or both of 
our Governments, under our respective laws, by reason of a disclosure 
or use of such information without consent of the owner. It is fur- 
ther recognized that in certain cases compensation might be paid by 
the transmitting Government even though the payment of such com- 
pensation might have resulted from the failure of the recipient Gov- 
ernment to respect the conditions under which the information was 
made available. 

It is believed that, in any cases in which compensation might be 
payable to a private owner in consequence of such failure on the part 
of the recipient Government, it should be possible under the laws of 
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our respective countries to make arrangements for the assumption of 
ultimate liability by the recipient Government. In the event, how- 
ever, that discrepancies in the laws of our two countries should pre- 
clude mutually satisfactory arrangements for the assumption of ulti- 
mate liability under this or other circumstances, it is understood that 
the Technical Property Committee will consider such discrepancies 
as a matter falling within the purview of Article VI (h). 

2. It is understood that Article IV does not preclude private own- 
ers of technical information to endeavour to obtain compensation or 
protection, whenever they think appropriate, through normal legal 
procedures. 

3. In Article V, the term “control” is meant to express a predomi- 
nant influence of the Government in the management of the entity 
concerned, especially to the extent that the Government are qualified 
to instruct the entity to grant a license in the sense of this Article. 

4, Referring again to Article V, it is understood that the using 
Government shall be “entitled to use the invention without cost” or be 
“entitled to a license on terms at least as favourable as may be received 
by the Government owning or controlling the entity concerned or by 
other entities thereof” only if such invention or such license is used for 
defense purposes. Whenever the invention or license is used for civil 
needs, it is evident that Article V is not applicable. 

5. The State Universities including the Institute of Technology of 
Delft and the Institute of Agriculture of Wageningen, in the views of 
our Government, are not owned or controlled by them in such a sense 
as to enable them to instruct these institutions to grant licenses or 
otherwise to dispose of their intellectual property, with regard to the 
application of Article V. : 

The same applies for the Netherlands Central Organization for 
Applied Physical Research and the Netherlands Organization for 
Pure Scientific Research and their dependent organizations and lab- 
oratories. Nothwithstanding the fact that the whole or part of their 
revenue is obtained from Government funds, these organizations are 
fully autonomous and the Netherlands Government accordingly could 
not dispose of their patent rights and/or technical information. 

However, the Netherlands Government would, when so requested, 
be willing to use their best efforts to provide for the United States 
Government, for defense purposes, a license to use an invention owned 
by the institutions referred to above on terms at least as favourable 
as may be received by the Netherlands Government themselves. 

6. Nothing in this Agreement shall be construed to derogate from 
the provisions of the Agreement concluded December 14, 1954 between 
our two Governments on, as well as the contract relating to the “Air 
Defense Technical Center”. 
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The confirmation of these understandings by the United States 
Government will be appreciated. 
We avail ourselves of this opportunity to renew to Your Excellency 
the assurances of our highest consideration. 
THE MINISTER WITHOUT 
PORTFOLIO: 
JM AH Lons 
THE MINISTER FOR 
FOREIGN AFFAIRS: 
Bryen 


To His Excellency H. Freeman Matruews, 
Ambassador Extraordinary and Plenipotentiary 
of the United States of America, 
e Hague. 


The American Ambassador to the Netherlands Minister for Foreign 
Affairs and the Minister Without Portfolio: 


American Emnassy, 
Tue Hacvur, 
April 29, 1955. 
ExcrLLENCIns : 

I have the honor to acknowledge your Excellencies’ letter of 
April 29, 1955 setting forth certain interpretations concerning the 
Agreement to Facilitate the Exchange of Patent Rights and Technical 
Information for Defense Purposes concluded between our two Gov- 
ernments on April 29, 1955. ‘This letter states: [Text of numbered 
paragraphs 1-6 appears above. ] 

I have the honor to confirm that the interpretations as given in your 
Excellencies’ letter are acceptable tomy Government. 

Please accept, Excellencies, the renewed assurance of my highest 
consideration. 

H. Freeman Marruzws 
Their Excellencies 
W. Beyen 
Mu | for Foreign Affairs 


an 
J.M. A. H. Lons 
Minister without Portfolio 
Royal Netherlands Ministry for Foreign Affairs, 
Hague. 


6. Greek Agreement.—None 

7. Federal Republic of Germany Agreement.— 

The Minister for Foreign Affairs of the Federal Republic of Ger- 
many to the American Ambassador : 

Bonn, January 4, 1956. 
Your Exce,tency: 

With reference to the “Agreement between the Government of the 
Federal Republic of Germany and the Government of the United 
States of America to Facilitate the Interchange of Patent Rights and 
Technical Information for Defense Purposes,” which was concluded 
between our two Governments on January 4, 1956, we should like to 
propose that the following interpretations be formally made an in- 
tegral part of our mutual agreement: 
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1. With regard to Article TV it is recognized that the actions of our 
two Governments in transmitting privately-owned technical informa- 
tion to each other, or in the subsequent disclosure or use of such infor- 
mation, might on occasion result in liability by one or both of our 
Governments, under our respective laws, by reason of a disclosure or 
use of such information without consent of the owner. It is further 
recognized that in certain cases compensation might be paid by the 
transmitting Government even though the payment of such compensa- 
tion might have resulted from the failure of the Recipient Government 
to respect the conditions under which the information was made 
available. 

It is believed that, in any cases in which compensation might be 
payable to a private owner in consequence of such failure on the part 
of the Recipient Government, it should be possible under the laws of 
our respective countries to make arrangements for the assumption 
of ultimate liability by the Recipient Government. In the event 
however, that discrepancies in the laws of our two countries should 
preclude mutually satisfactory arrangements for the assumption of 
ultimate liability under this or other circumstances, it is understood 
that the Technical Property Committee will consider such discrep- 
ancies as a matter falling within the purview of Article VI (h). 

2. It is understood that Article IV does not preclude private owners 
of technical information from endeavoring to obtain compensation 
or protection, whenever they think appropriate, through normal legal 
procedures. 

3. In Article V, the term “control” is meant to express a predomi- 
nant influence of the Government in the management of the entity 
concerned, especially to the extent that the Government is qualified 
to instruct the entity to grant a license in the sense of this Article. 

4, Referring again to Article V, it is understood that the using 
Government shall be “entitled to use the invention without cost” or be 
“entitled to a license on terms at least as favorable as may be received 
by the Government owning or controlling the entity concerned or by 
other entities thereof” only if such invention or such license is used 
for defense purposes. Whenever the invention or license is used for 
civil needs, it is evident that Article V is not applicable. 

The confirmation of these agreements by the Government of the 
United States will be appreciated. 

I avail myself of this opportunity to renew to Your Excellency the 
assurances of my highest consideration. 

v. Brentano 
His Excellency 
James B. Conant, 
Ambassador Extraordinary 
and Plenipotentiary 
of the United States of America, 
Bad Godesberg. 

The American Ambassador to the Minister for Foreign Affairs of 
the Federal Republic of Germany : 

Bonn, January 4, 1956. 
EXcELLENCY: 

I have the honor to acknowledge your letter of January 4, 1956, 
setting forth certain interpretations concerning the “Agreement Be- 
tween the Government of the United States of America and the Gov- 
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ernment of the Federal Republic of Germany to Facilitate Interchange 
of Patent Rights and Technical Information for Defense Purposes” 
concluded between our two Governments on January 4, 1956. This 
letter states : 

ee of numbered paragraphs 14 of German note re- 
peated. 

I have the honor to confirm that the interpretations as given in 
your letter are acceptable to my Government. 

Please accept the renewed assurances of my highest consideration. 


James B. Conant 
: American Ambassador 
His Excellency 


Mr. Heiricu von Brentano, 
Minister for Foreign Affairs, 
Bonn. 


8. Japanese Agreement— 
Protocol 


_ At the time of signing the Agreement between the Government of 
the United States of America and the Government of Japan to Facili- 
tate Interchange of Patent Rights and Technical Information for 
Purposes of Defense (hereinafter referred to as the Agreement), the 
undersigned representatives, duly authorized by their respective Gov- 
ernments, have further agreed upon the following provisions, which 
shall be considered integral parts of the said Agreement : 

1. Nothing in the Agreement shall be understood to exempt from 
taxation royalties or similar compensation paid in connection with the 
use of patent rights and technical information for purposes of defense. 

2. Nothing in the Agreement shall be empties oo requiring privi- 
leged treatment with regard to conversion of yen payments and remit- 
tances in foreign currency to be made from Japan in connection with 
the use of patent rights and technical information for purposes of 
defense. 

8. Subject to the provisions of Article ITI of the Agreement and in 
order to meet to the maximum extent possible the objectives of that 
Article, the Government of Japan undertakes that— 

(a) When the applicant or the successors of such applicant for 
an invention which is the subject of a patent application held in 
secrecy in the United States of America and made available to the 
Government of Japan by the Government of the United States of 
America as referred to in Article III of the Agreement, files in 
Japan a patent application or utility model registration applica- 
tion for the same invention, such patent application or utility 
model registration application (hereinafter referred to as Agree- 
ment Application) shall not be published by the Government of 
Japan until such time as the above-mentioned patent application 
in the United States of America ceases to be held in secrecy. 

(b) When a patent application or utility model registration 
application, other than an Agreement Application, filed in Japan 

‘ ona date subsequent to the date of filing of an Agreement Applica- 
tion would, if published, make public the invention or utility 
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model which is the subject of the said Agreement Application, 
such application shall not, until such time as provided for in sub- 
paragraph (a) above, be published by the Government of Japan, 
except when the invention or utility model which is the subject 
of such subsequent application is patentable or registrable and was 
made independently of the invention or utility model which is the 
subject of the said Agreement Application. 

4, With respect to paragraph 3 of the present Protocol the Govern- 
ment of the United States of America undertakes— 

(a) To notify the Government of Japan, under agreed pro- 
cedures, that a patent application is held in secrecy in the United 
States of America, such notification to be made on or before the 
date of filing of an Agreement Application for the invention 
which is the subject of such patent application held in secrecy, and 
to use its best endeavors to ensure that applicants for Agreement 
Applications attach to their applications appropriate documents 
identifying them as such. H 

(b) To notify the Government of Japan, under agreed proce- 
dures, that a patent application held in secrecy in the United 
States of America is no longer so held, whenever an Agreement 
Application for the invention which is the subject of such patent 
application held in secrecy has been filed in Japan. f 

5. The procedure for the giving of notifications pursuant to para- 

raph 4 of the present Protocol and the form and content of the 
identifying documents to be attached to Agreement Applications, 
which identifying documents are referred to in paragraph 4(a) of 
the present Protocol, shall be agreed upon in the Technical Property 
Committee as part of its functions under the Agreement. j j 

6. The provisions on dates of filing of applications, contained in 
paragraph 3(b) of the present Protocol, are subject to the provisions 
on priority rights in the Union Convention of Paris of March 20, 
1883 [*] for the Protection of Industrial Property revised at Brussels 
December 14, 1900, at Washington June 2, 1911, at The Hague No- 
vember 6, 1925, and at London June 2, 1934. r 

In wirness wiereor the respective representatives have signed 
the present Protocol. 

Done in duplicate, in the English and Japanese languages, both 
equally authentic, at Tokyo, this twenty-second day of March, one 
thousand nine hundred fifty six. 

For the Government of the United States of America: 


Joun M. Atxison 
For the Government of Japan: 
; Mamoru: Suicemirsv. 
9. Turkish Agreement.—None. | 
10. French Agreement.—None. 
11. Australian A greement.— 
The Acting Secretary of State to the Australian Ambassador: 


2 Vol. 2 Malloy, p. 1935. 
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DrpaRTMENT oF STATE 
Wasnineton 
January 24, 1958. 
EXcELLENCY : 

With reference to the “Agreement to Facilitate the Interchange of 
Patent Rights and Technical Information for Defense Purposes” con- 
cluded today between our two Governments, the United States Gov- 
ernment proposes that the following interpretations be considered as 
constituting a formal part of our mutual understanding. 

1. With regard to Article IV it is recognized that the actions of 
our two Governments in transmitting privately owned technical in- 
formation to each other, or in the subsequent disclosure or use of such 
information, might on occasion result in liability by one or both of 
our Governments, under our respective laws, by reason of a disclosure 
or use of such information without consent of the owner. It is fur- 
ther recognized that in certain cases compensation might be paid by 
the transmitting Government even though the payment of such com- 
pensation might have resulted from the failure of the recipient Gov- 
ernment to respect the conditions under which the information was 
made available. 

2. It is believed that, in any cases in which compensation might 
be payable to a private owner in consequence of such failure on the 

art of the recipient Government, it should be possible under the 
aws of our respective countries to make arrangements for the as- 
sumption of ultimate liability by the recipient Government. In the 
event, however, that discrepancies in the laws of our two countries 
should preclude mutually satisfactory arrangements for the assump- 
tion of ultimate liability under this or other circumstances, it is un- 
derstood that the Technical Property Committee will consider such 
we as a matter falling within the purview of Article 

I(h). 

‘ Nothing in this Agreement or in this note should be regarded as 
abandonment of the principle that a recipient Government should 
accept ultimate liability for unauthorized use or disclosure by it of 
proprietary rights furnished hereunder. 

The confirmation of these understandings by the Australian Gov- 
ernment will be appreciated. 

Accept, Excellency, the renewed assurances of my highest con- 
sideration. 

For the Acting Secretary of State: 

Tuomas C. Mann 
His Excellency 
The Honorable 
Sir Percy Srenver, K.C.V.O., K.B.E., Q.C., 
Ambassador of Australia. 
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The Australian Ambassador to the Acting Secretary of State: 


AvsTRALIAN Empassy 
Wasutneron, D.C. 
24th January, 1958 
No. 33/58 
Sm: 

I have the honor to acknowledge your letter of today’s date setting 
forth certain interpretations concerning the “Agreement to Facilitate 
the Interchange of Patent Rights and Technical Information for 
Defense Purposes” concluded today between our two Governments. 
This letter states: [Text of numbered paragraphs 1-3 appear above. ] 

I have the honor, Sir, to confirm that the interpretations as given in 
your letter are acceptable tomy Government. 

Please accept, Sir, the renewed assurances of my highest consid- 
eration. 

Prrcy C. Spenper 
(Percy C, Spender) 
Ambassador. 
The Honorable the Acrine Srcrerary or Stats, 
Department of State for the United States, 
Washington, D.C. 


12. Danish Agreement.—None. 


Exuizir B 


Untrep Srates Mission to rue Norra Attantic Treaty OrGANizA- 
TION AND European Recronat Oreanizations (USRO) Orricz 
or THE Derense ApvIsoR 


Patent Advisor 
Bulletin No. 1 
15 Juny 1958. 

I. Introduction—Experience has shown the need for an effective 
means of disseminating information on the role being played by the 
United States in promoting an international exchange of patent 
rights and technical data for defense purposes. This is the first of 
a series of bulletins which will be published from time to time in order 
to keep interested military and civilian agencies well informed on 
activities taking place in this field within the NATO area. 

II. A major problem.—Recently, there has been a considerable in- 
crease in the amount of research and development information being 
exchanged among various NATO countries. The new weapons pro- 
gram should also result in a similar increase in the interchange of 
technical data relating to the production of modern weapons. Prob- 
ably the majority of the technical information concerned in each of 
these areas has, or will, come from the United States. There may be, 
and in fact usually are, disclosed in this information, numerous inven- 
tions covered by U.S. patent applications which, due to security im- 
plications, have been placed in secrecy under the provisions of the 
United States Inventions Secrecy Act. When an application is 
placed in secrecy under the provisions of this law, the applicant must 
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obtain permission from the United States Government in order to 
file a corresponding patent application in any foreign country. Since 
many of the inventions involved are privately owned, the major prob- 
lem involved has been to develop a workable means for the owners 
of such inventions to obtain foreign patent protection in appropriate 
cases, 

III. Patent and technical information interchange agreements.— 
As a part of our mutual defense effort, the United States has con- 
cluded with most of the NATO countries, as well as with Australia 
and Japan, bilateral agreements dealing with the interchange of 
patent rights and technical information for defense purposes, ‘These 
agreements recognize that privately-owned technology should, to the 
greatest extent practicable, be exchanged through commercial agree- 
ments between owners and users. They also stipulate that rights of 
private owners of patents and technical information should be fully 
recognized and protected in accordance with laws applicable to such 
rights. Other provisions are intended to assure fe treatment of 
private owners when they deal directly with a foreign government 
and in cases in which private information communicated through 
government channels might be used or disclosed without authoriza- 
tion. The agreements also provide as a general rule that government- 
owned inventions shall be interchanged for defense purposes on a 
royalty-free basis, 

he Patent and Technical Information Interchange Agreements 
have been published by the Department of State in the Treaties and 
other International Acts Series. 

Probably the most widely discussed provision of these agreements is 
the article providing that patent applications held in secrecy in one 
country will be accorded similar treatment when a corresponding ap- 
plication is filed in the other country. In this way it is possible to 
safeguard the secrecy of inventions relating to defense, and at the 
same time, to permit the filing of patent applications thereon in such 
other countries as may be appropriate. 

IV. Procedures for foreign filing of classified patent applications.— 
The Patent Advisor, United States Mission to the North Atlantic 
Treaty Organization and European Regional Organizations (USRO) 
is conducting a series of negotiations relating to detailed procedures 
necessary for the reciprocal filing of classified patent applications in 
each of the countries with whom we have concluded Patent and Tech- 
nical Information Interchange Agreements. Due to diversity of na- 
tional laws and a lack of adequate security safeguards in some of these 
countries it has been a long slow process in arriving at. satisfactory 
procedures. Consequently, at the present time, United States inven- 
tors are allowed to file patent applications involving classified material 
in Canada, the United Kingdom and Australia, only. However, simi- 
lar arrangements with Italy and the Federal Republic of Germany 
are now in their final stages. Similar negotiations are also well under 
way in. France, Belgium, Holland, Norway, Greece and Turkey. 

V. Methods employed in NATO countries for imposing secrecy on 
patent applications and patents relating to defense.—In order to in- 
form all concerned of the methods employed in the various NATO 
countries for imposing secrecy on patents and patent applications per- 


taining to defense, there is inclosed a report on this topic, prepared: 


PATENT AND TECHNICAL INFORMATION AGREEMENTS 57 


by the Belgian Representative on the NATO Working Group on 
the Protection of Proprietary Technical Information. (Originally 
published as NATO Unclassified Document AC/94—D/29 (Revised), 
9 October 1957.) While this report is an excellent exposition of a 
little known subject, readers are cautioned that many national laws in 
this area are presently under revision. Furthermore, procedures in 
implementation of these laws are also in a state of flux. For these rea- 
sons, the report should be used primarily as an aid in finding source 
material, and not relied upon as an original source. 

VI. Technical property committees —Each of the Patent and Tech- 
nical Information Interchange Agreements provides for the estab- 
lishment of a Technical Property Committee to be composed of a 
representative of each government. Each Committee is charged with 
general responsibility for considering and making recommendations 
on any matters relating to the Agreements brought before it by either 

overnment. One of the specific functions of the various Committees 
is to make recommendations to their governments, either in particular 
cases or in general, concerning disparities in their laws affecting the 
pompano of owners of patents and technical information. 

The United States Representative for each Technical Property Com- 
mittee in Europe is the Patent Advisor, United States Mission to the 
North Atlantic Treaty Organization and European Regional Organi- 
zations (USRO), 2 Rue St. Florentin, Paris. 

The Patent Advisor will make every effort to answer specific in- 
quiries relating to the filing of classified patent applications in 
Europe or such other problems as may arise from the interchange of 
patents and technical information for defense purposes. 

Gexorct F’. WresTERMAN, 
Lieutenant Colonel, JAGC, 
Patent Advisor. 
Enclosure 


Comrarative Srupy or Tran Mernops Empioyep vn rur NATO Coun: 
TRIES FoR Impostne Sucrecy ON APPLICATIONS FoR PATENTS AND 
Parents Prerrarntne To DEFENsE 


I. INTRODUCTION 


1. The legislation of each of the NATO countries makes provision 
for the infliction of penalties for the disclosure of national military 
secrets. The problem of the prevention, within the territory of each 
of these countries, of the disclosure of the secrets of the other coun- 
tries, falls within the province of the harmonization of their codes of 
criminal law, and is outside the scope of this study. 

2. In most cases, the NATO Security Agreement enables the ex- 
change of military secrets to be accompanied by the necessary safety 
measures. 

3. When these secrets concern inventions for which applications for 
a patent have been filed in the country of origin, the procedures laid 
down in the NATO Security Agreement must be combined with pro- 
cedures devised with due consideration for the laws on patent rights 
in respect of applications for patents and of secret patents. 
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4. It is therefore desirable, before tackling the problem raised by 
the diversity of the laws and regulations governing inventions per- 
taining to defense, to compare the methods employed in each of the 
NATO countries. 


II. IMPLEMENTARY PROVISIONS 


5. Germany: Criminal Code, Art. 99 et seq.; Patent Act, Art. 30a. 

Belgium: Act of 10th January 1955. 

Canada; Patent Act, 19 A’and B (1947); Rules 101, 102, 103; 
Atomic Energy Regulations, 

Denmark ; Legislation in preparation. 
pa States: 85 U.S.C., sections 181-188; Regulations, Title 37, 

art 5. 

France: Decree-law of 30th October 1935; Decree-law of 29th No- 
vember 1939, 

Greece : Act of 8th July 1940, 

Italy: Patent Act (Besse of 29th June 1939); (legislation in 
preparation). 

Luxembourg: No provisions. 

Norway : Act of 26th June 1953. 

Netherlands: Patent Act, Art, 29 A to F. 

Portugal: ee are in preparation. 

United Kingdom: Patent Act, Art, 18 (1949) ; Atomic Energy Act, 
Art. 12 (1946). 

Turkey: Patent Act (Art. 12 and 45, 10 March 1296, (23 March 
1880) as modified on 12 March 1334 (25 March 1918). 


It. GENERAL PRINCIPLES 


6. The laws under which provision is made for the imposition of 
secrecy on patents pertaining to defense are of two kinds: 

(a) The system under which the competent authority can forbid 
the applicant from disclosing the invention and can take the admin- 
istrative measures to ensure the maintenance of secrecy (Belgium, 
Canada, United States, France, Norway, United Kingdom) (in prepa- 
ration: Demark, Italy, Portugal) ; 

(0) An alternative system under which the secrecy of the patent 
can only be maintained if it is owned by the State, a condition which 
therefore involves either the negotiated surrender of the invention to 
the State (Germany, Italy, Netherlands, Turkey) or its compulsory 
surrender (Italy, Netherlands). 

Norr.—In the countries which have adopted the second system, the 
present trend is to reduce negotiated or compulsory surrender to a 
mere formality, thereby protecting the rights of the applicant while 
reducing the amount of the compensation to which he would otherwise 
be entitled. 

IV. PROCEDURE 


7. There are certain NATO countries which only grant a patent 
after ascertaining whether the invention is legally patentable (Ger- 
many, Canada, United States, Norway, Netherlands, United King- 
dom). The Patent Offices of these countries employ specialized engi- 
neers qualified to determine whether the subject matter of an appli- 
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cation for a patent is likely to prove of interest for defense. These 
Patent Offices generally have the necessary authority to decide that 
these applications shall, provisionally, be subject to secrecy. The 
decision is subsequently confirmed or cancelled by the competent 
defense authorities. 

8. In the countries in which patents are granted without a prior 
examination to establish the validity of the application, delegates of 
the Defense Ministry are either permitted to scrutinize all applications 
for patents (Belgium, France, Italy, Turkey) or the applicant is 
obliged to inform this Ministry of his invention before filing an 
application for a patent (Greece). The decision to impose secrecy is 
taken by the Defense Ministry (Greece, Italy), by the department 
are with patent rights (France), or by both, acting in concert 

Belgium). 

‘ 9. ae The Defense Department indicates, from the patents 
classification list, the types of invention in which it is likely to be 
interested. The “Patentamt” submits monthly to delegates of the 
Defense Department the applications which it believes to be of these 
types. Moreover, the investigating staff of the “Patentamt” is re- 
quired to submit to the delegates of the Defense Department any 
applications concerning inventions which it considers might have a 
defense value, although not classified in that category. Provisional 
decisions to impose secrecy are taken after a cursory examination and 
are confirmed later after examination of the validity of the = meet 

Belgium: The Defense Minister can have all applications for patents 
scrutinized. He is allowed 6 months from the date of the filing of 
applications to propose the imposition, provisionally or permanently, 
oF secrecy. The decision is taken jointly with the Minister whose 
responsibilities include patent rights. ; 

‘anada: At the request of the Deters Minister, the inventions of 
Government employees must be turned over to him. These inventions, 
as well as those surrendered to him by other persons, can be the subject 
of an application for a patent involving secrecy. Inventions not 
owned by the Government can have secrecy imposed on them by order 
of the Governor in Council. All inventions pertaining to nuclear 
fission are submitted, before examination, to the Atomic Energy 
Control Board. f 

Denmark : Legislation in preparation. or : 

United States: The Patent Office makes a preliminary selection 
from among the categories of inventions indicated to it by the Defense 
Agencies or the Atomic Energy Commission. The applications for 
patents thus set aside are submitted to the competent military authori- 
ties for examination. ; . 

France: The military authorities are entitled to scrutinize applica- 
tions for patents filed with the “Institut National de la Propriete In- 
dustrielle.” On the advice of these authorities, the Minister for Trade 
issues an order postponing the granting of a patent and prohibiting 
disclosure of its object. ; 

Greece: Inventions pertaining to defense must be notified to the 
Defense Ministry by their owners. The Ministry, within 3 months, 
must give a ruling as to their interest for defense. It is only 
after the Ministry has taken a decision that the application for a 
patent can be filed with the appropriate department. The decision 
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of the Defense Ministry is of a provisional character only and re- 
quires confirmation by the Council of Ministers. 

Italy: The Central Patent Office communicates regularly to the 
Ministries for War, the Navy and the Air Force, a list of all applica- 
tions for patents. Any of the Ministries can, if it wishes, scrutinize 
the applications in which it is interested, provided that it does so 
within a specified time. After scrutiny, further time is allowed for a 
request for postponement of the granting of a patent. Such a decision 
is only of a provisional character and must be confirmed, within eight 
months from the date on which the application was filed, by a decision 
involving compulsory surrender, which alone can enable secrecy to be 
maintained. 

Luxembourg: No relevant legislation. 

Norway: The Patent Office submits to examination by the compe- 
tent authorities, all applications for patents which interest defense. 
The decision to impose secrecy is taken by the King. 

Netherlands: If the Patent Office considers that an application for 
a patent is likely to be of interest for defense, it transmits it to the 
appropy ete department. If the latter is of the opinion that measures 
of secrecy should be taken, it negotiates with the applicant for the 
transfer of his application to the State. In the event of failure to 
come to an agreement, the invention is subject to compulsory sur- 
render. Secrecy can only be imposed on applications for patents 
made by the State. However, transfer to the State is, in most cases, 
merely a formality. 

Portugal: Legislation in preparation. 

United Kingdom: The Patent Office selects the applications for 
patents on which secrecy is to be imposed from among those falling 
within the categories indicated to it by the Secretary of State, the 
Admiralty or the Ministry of Supply. The decision to impose secrecy 
is taken by the Comptroller of Pubes who communicates it to the 
appropriate department. However, the content of the application is 
only notified to this department with the consent of the applicant. 
Should it be given, the department in question can, if it thinks fit, 
have the decision annulled. All applications for patents pertaining 
to nuclear fission are communicated to the competent authority as a 
matter of course. 

Twkey: The Ministry for Trade and Economic Affairs refers 
patents of interest for defense to the Defense Ministry. The latter 
can negotiate the transfer of the invention to the State. If the trans- 
fer is not effected, the patent cannot be upheld. 


Vv. IMPLICATIONS OF THE DECISION TO IMPOSE SECRECY 


10. In all countries, applications for patents on which secrecy is im- 
posed are the subject, on the part of the different Patent Offices, of the 
most stringent precautions to prevent their disclosure. Publication 
of the application or, if granted, of the patent, is suspended. No 
entry concerning it is made in any public records. In principle, only 
duly authorized officials of the Patent Offices take cognizance of the 
application. The officials of the departments competent to initiate the 
imposition of secrecy may only use the confidential knowledge they 
have acquired to motivate an. opinion or take a decision. Of course, 
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certain communications may be authorized, mainly to enable the 
invention to be worked in the interests of defense. _ : E 

11. Moreover, the applicant for the patent, his proxies and his 
agents are also forbidden to disclose the invention. - 

12. Any disclosure of the invention, whether by the officials who 
have taken cognizance of it or by the applicant, his proxies and his 
agents, is punishable under the terms of the code of criminal law. 

13. It should be noted that in certain countries, the imposition of 
secrecy necessarily involves the negotiated or compulsory transfer of 
the invention to the State (Germany, Italy, Netherlands, Turkey). 
However, the transfer may be a mere formality, and leave the in- 
ventor in possession of his rights subject to such restrictions as may 
be laid down in the interests of defense (Germany, Netherlands). 

14. The imposition of secrecy may carry with it, ipso facto, the 
right of the State to work the patent, subject to the payment of com- 
pensation (Greece). In countries in which the transfer of the appli- 
cation to the State is accompanied by the imposition of secrecy, the 
State is also entitled to work the patent, though it often renounces this 
right (Germany, Italy, Netherlands). In other countries, measures 
for compulsory transfer, or for the compulsory concession, of a manu- 
facturing license are independent of the imposition of secrecy (Bel- 
gium, France, Norway). It should also be borne in mind that in 
certain countries, the working of any patent, whether for defense 
purposes or not, is authorized against compensation, when_it is 
worked by, or on behalf of, the State (Canada, United States, United 
Kingdom). 


VI. PROHIBITION AGAINST FILING AN APPLICATION FOR A PATENT ABROAD 


15. The filing in a foreign country of an application for a patent 
involving defense is regarded as an offense in all the NATO countries. 
However, the terms of this prohibition against applying for a patent 
abroad differ from one country to another. 

16. Germany: There is no general legal prohibition against filing 
an application for a patent abroad. Nevertheless, an applicant who is 
aware of the interest of an invention for defense, whether or not he 
has been notified of a decision to impose secrecy, might be committing 
an offense if he filed an application abroad. If he knows or suspects 
that his invention is of interest from the standpoint of defense, he can 
request the Defense Department to give a ruling. It depends on the 
reply of this authority whether the applisank is allowed to file his 
application abroad or must refrain from doing so. - . 

Belgium: There is no general prohibition against the filing of an 
application abroad. However, anyone who has knowledge of an in- 
vention and cannot be unaware of its interest for defense would be 
committing an offense if he filed an application for a patent in a for- 
eign country. Moreover, when an application for a patent is set aside 
for examination by the Defense Minister, it cannot be filed abroad 
without special permission. The same naturally applied after a 
ruling fac teen given prohibiting its disclosure. 

Canada: When an invention has been surrendered to the Defense 
Minister, it devolves on the latter to file an application for a patent 
abroad. Whether or not the invention has been surrendered to this 
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Minister, the imposition of secrecy carries with it the prohibition to 
file an application for a patent abroad without special permission. 
Before the decision to impose secrecy, the filing of such an application 
abroad can, in certain cases, constitute an infringement of the “Official 
Secrets Act.” 

Denmark: Only the provisions of the code of criminal law are ap- 
plicable. Special legislation covering invention is being prepared. 

United States: When a decision to impose secrecy on an application 
for a patent abroad has been taken, the filing of an application for a 
patent abroad is prohibited. The applicant can, owever, seek 
permission to do so. Such permission can only be granted if the 
country in which it is desired to file the application and the patent 
agents entrusted with the formalities are in a position to ensure that 
secrecy is maintained. 

France: There is no legal provision involving a general prohibition 
against filing an application for a, patent abroad. However, if aware 
of the interest of the invention for defense, an applicant seeking a 
foreign patent before the expiry of the eight months during which the 
decision to impose secrecy can be taken, would be liable to prosecution 
under the code of criminal law. Once the decision to impose secrecy 
has been taken, the filing of an application abroad is su ject to the 
granting of special permission. 

Greece: The communication to a third party of an invention of in- 
terest for defense is prohibited, and, consequently, no application for 
a patent may be filed abroad. However, the inventor is free to seek 
a decision from the Defense Ministry as to whether the invention is 
really of interest for defense. If the decision is that it is not, an ap- 

lication abroad may be filed and the inventor absolved from all lia- 
ility to prosecution for infringement of the law. 

Italy: When a decision to defer the granting of a patent has been 
taken, the filing of an application for a patent abroad is prohibited 
unless special permission has been obtained. Should the decision be 
maintained, with the consequent surrender of the patent, only the 
State, in simalg can file an application abroad. 

Luxembourg: Only the provisions of the code of criminal law are 
applicable since there is no special legislation covering inventions. 

Norway: The filing of applications for patents abroad, if they are 
of interest for defense, is prohibited as part of the general prohibition 
against the disclosure of such inventions. Ni evertheless, the King, at 
the request of the person concerned, may waive this prohibition. 

Netherlands: As soon as the Patent Office has decided to submit an 
application for a patent to the competent defense authorities for 
examination, the filing of an application abroad is prohibited. When 
the application has been made subject to permanent secrecy and trans- 
ferred to the State, the latter can authorize or withhold permission 
for a similar application to be filed abroad or, if it thitks fit, can 
itself file the application. 


Portugal: Legislation in preparation. 

United Kingdom: No person resident in the United Kingdom may 
file an application for a patent abroad before seeking a patent in the 
United Kingdom or until six weeks have elapsed since his United 
Kingdom application was filed. The prohibition is maintained after 
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the expiry of this lapse of time if the Comptroller of Patents has mean- 
while decided that secrecy isto beimposed. __ . : 
Turkey : The publication or transfer of an invention of interest for 
defense is prohibited whether or not the Defense Ministry has ap- 
roved the patented item. Consequently, the filing of an application 
Soe a patent abroad is not authorized. 


VIL. EXAMINATION OF THE VALIDITY OF AN APPLICATION—GRANTING OF A 
PATENT 


17. In the countries in which the law provides for previous examina- 
tion to ensure the validity of an application before a patent is granted, 
such an examination is made. However, the procedure for an injunc- 
tion, which requires publication of the application, is inapplicable. 

18. The granting of a patent is deferred until secrecy has been 
lifted (Canada, United States, France, Greece, United Kingdom) or 
the patent may be granted, but without publication (Belgium, Italy, 
Norway, Netioclkdds, Turkey). 


VIII. INDEMNIFICATION AND OTHER FORMS OF COMPENSATION 


19. Apart from the remuneration due to an inventor if his inven- 
tion is worked by the State, most countries make financial reparation 
for the injury sustained as a direct result of the imposition of secrecy. 
Certain countries grant the applicant for a patent other benefits such 
as the extension of the life of the patent or suspension of the payment 
of fees. x cae . : ; 

20. Germany: No compensation is due either in respect of the im- 
position of secrecy or of the formal transfer of the application for 
a patent to the State following the imposition of secrecy. Should the 
invention be worked by the State, the oo of the inventor must be 
obtained and appropriate compensation paid. 3 ; 

Belgium: Campicctian ie be paid if the applicant establishes 
that he hassustainedinjury. : 

Canada: There is no provision for compensation. However, the 
applicant can or must surrender his rights to the State and, on this 
account, receives compensation. ; 

Denmark: Legislation in preparation. : J ; 

United States: The applicant for a patent is entitled to claim from 
the Government department or service which initiated the imposition 
of secrecy, compersation for the injury sustained. sary: 

France: The applicant for a patent can obtain compensation if the 
imposition of secrecy has caused him injury or if the invention has 
been communicated by the State to a foreign country or to a foreign 
manufacturer. Furthermore, the period of validity of the patent 
granted after secrecy has been lifted, is extended for a period equal 
to the period during which secrecy was maintained. 

Greece: There is no provision for compensation unless the State 
has exercised its right to work the patent. ; 

Italy: Deferment of the granting of a patent does not carry with 
it a right to compensation. The compulsory surrender which accom- 
panies the imposition of secrecy gives entitlement to indemnification. 

Luxembourg: No relevant legislation. 
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Norway: The applicant for a patent is compensated only if the 
State exercises its right to work the patent or if it prohibits its work- 
ing. The payment of annual fees for the maintenance in force of the 
patent is suspended, 

Netherlands: The negotiated or compulsory surrender to the State 
necessary for the imposition of secrecy carries with it the right to 
compensation. 

United Kingdom: The applicant for a patent may be granted com- 
pensation if he has sustained injury. The payment of fees for the 
maintenance in force of the patent is suspended until secrecy has 
been lifted. 

_ Turkey: Transfer to the State, a necessary condition for the grant- 
ing of the patent, involves compensation. 


TX. LIFTING OF SECRECY 


21. The procedure followed for the lifting of secrecy calls for little 
comment. It should be noted that, with a view to obviating the 
maintenance of secrecy after its usefulness has ceased, several coun- 
tries arrange either for the review at regular intervals of inventions 
on which secrecy has been imposed, thus compelling the competent 
authorities to reconsider the desirability of maintaining secrecy 
(Germany, United States, United Kingdom), or permit the applicant 
or patent-holder to request the lifting of secrecy feats. elgium, 
United States). 

22. In countries in which the deferment of a patent has been 
ordered, the patent is granted, provided that all the relevant formal- 
ities have been completed, as soon as secrecy has been lifted. In 
Germany and the Netherlands, the patent may be retransferred to 
the applicant. 


X. APPLICATIONS FOR PATENTS FILED BY FOREIGNERS 


23. The laws and regulations governing the imposition of secrecy 
are, in the NATO countries, equally applicable to inventions of na- 
tional and foreign origin provided that they have been the subject 
of an application for a patent in the country considered. Greece 
constitutes an exception, for there the law only applies to the inven- 
tions of nationals. It is certain, however, that in practice, none of 
the NATO countries takes measures of secrecy in respect of appli- 
cations for patents originating abroad when it is known that a similar 
application has been filed in a foreign country and is not subject to 
secrecy in the latter. 

24. In principle, secrecy is only imposed on applications the dis- 
closure of which would adversely affect the defense interests of the 
country itself, not those of a foreign State. There are only four 
countries whose legislation provides expressly for the possibility of 
future bilateral agreements in this connection. Under the terms of 
such agreements, member States on a mere request to do so, would 
undertake to impose secrecy on applications for patents correspond- 
ing to applications on which secrecy had been imposed in their coun- 
try of origin. These four countries are Belgium, Canada, Norway, 
and the United Kingdom. It should be noted that Canada restricts 
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this right to applications for patents owned by a State with which a 
miaiat aprecatont has been concluded, or to applications for patents 
which their holders have undertaken to surrender to that State. 


Exuit C 
March 11, 1959 
Number 2000.3 
ASD(ISA) 


DerarTMENtT oF Drrense Directive 


Subject: International Interchange of Patent Rights and Technical 
Information 
References: 
(a) DOD Directive 2000.3, “Technical Property Interchange 
Agreements”, dated April 15, 1954 (cancelled herein) 
(b) Section 506 of the Mutual Security Act of 1954, as amended 
22, U.S.C. 1758) 
(c) Section 413(a) of the Mutual Security Act of 1954, as 
amended (22 U.S.C. 1933 (a) ) 
(d) Section 414 of the Mutual Security Act of 1954, as amended 
(22 U.S.C. 1934) 


I, PURPOSE AND CANCELLATION 


The purpose of this directive is to restate Department of Defense 
policy concerning the international interchange for defense purposes 
of patent rights and technical information. Reference (a) is hereby 
superseded and cancelled. 

Il. SCOPE 


This directive applies to the activities of all Department of Defense 
personnel involved in the international interchange for defense pur- 
poses of patent rights and technical information. The policy pre- 
scribed herein applies to unclassified as well as classified information, 
owned by the United States Government or privately owned, but does 
not apply to patents, patent applications, and technical information 
in the field of atomic energy. 


Ill. BACKGROUND 


A. Pursuant to the provisions of the Mutual Security Act of 1954, as 
amended, and of predecessor legislation superseded by that Act, the 
United States has entered into agreements for the Interchange of 
Patent Rights and Technical Information for Defense Purposes with 
Australia, Belgium, France, the Federal Republic of Germany, 
Greece, Italy, Japan, The Netherlands, Norway, Turkey, and the 
United Kingdom. The agreements, which are published in the 
Treaties and Other International Act Series, are basically similar in 
substance but are not identical, Under the agreements— 
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1. Each government undertakes to facilitate the interchange of 
privately owned patent rights and of technical information 
through the medium of commercial relationships, to the extent 
permitted by the laws and security requirements of the contract- 
ing governments. 

2. When technical information is supplied by one government 
to the other for information only, the recipient government under- 
takes to treat the information as disclosed in confidence and to 
use its best endeavors to ensure that the information is not dealt 
with in any manner likely to prejudice the rights of the owner to 
obtain patent or similar statutory protection. 

8. When technical information supplied by one government to 
the other discloses an invention which is the subject of a patent or 
patent application held in secrecy in the country of origin, the 
recipient government undertakes to accord similar treatment to 
a corresponding patent application filed in that country. 

4, When privately owned technical information is released by 
one government to the other and the recipient government uses or 
discloses the information, the owner shall, subject to the extent 
that the owner may be entitled thereto under the applicable law 
and subject to arrangements between the contracting governments 
regarding the assumption as between them of liability for com- 
pensation, receive prompt, just and effective compensation for 
such use and for any damages resulting from such use or dis- 
closure. 

5. Each government is entitled to use for defense purposes 
without cost any invention which the other government (in- 
cluding government corporations) owns or to which it has the 
right to grant a license to use, except to the extent that there may 
be liability to any private owner of an interest in the invention. 

B. Each of these agreements establishes a Technical Property 
Committee, consisting of a representative of each contracting govern- 
ment, whose function it is to consider and make recommendations to 
the contracting governments on all matters relating to the subject of 
the agreement and to assist where appropriate in the negotiation of 
commercial or other agreements for the use of patent rights and techni- 
cal information in the military assistance program. 

1. The Patent Advisor assigned to the Defense Staff of the 
U.S. Mission to the North Atlantic Treaty Organization and 
European Regional Organizations (USRO), Paris, France, is the 
United States representative to the Technical Property Com- 
mittees in Europe. The J—4, Hq, United States Forces J apan, 
Tokyo, Japan is the United States representative to the United 
States-Japanese Technical Property Committee. A member of 
the Office of Assistant General Counsel, International Affairs, 
Office of the Secretary of Defense, is the United States repre- 
sentative to the United States-Australian Technical Property 
Committee. The appropriate representative should be consulted 
on all problems dealing with patent rights, technical information 
and related matters sn the agreements. 

2. These representatives receive policy guidance from the 
Department of Defense. The Assistant Secretary of Defense 
for International Security Affairs is responsible within the De- 
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partment of Defense for transmitting such policy guidance 
through appropriate channels. Guidance transmitted for the 
United States representative in Europe shall be forwarded to the 
Defense Advisor, USRO; guidance transmitted for the United 
States representative in Japan shall be transmitted to the Com- 
manding General, United States Forces Japan. Such guidance 
is formulated, where appropriate, in the Interagency Technical 
Property Committee for Defense. The Interagency Technical 
Property Committee comprises representatives of the Depart- 
ments of Defense, State, Commerce and Justice, the Government 
Patents Board, and the International Cooperation Administia- 
tion. A representative of the Assistant Secretary of Defense 
for International Security Affairs is the Chairman of this Com- 
mittee. An Industry Advisory Committee established by the 
Department of Commerce furnishes advice upon request to the 
Interagency Technical Property Committee, and assists in the 
dissemination of information with respect to the interchange of 
patent rights and technical information for defense purposes. 
C. Department of Defense problems arising in the United States 
in connection with the interchange of patent rights and privately 
owned technical information should be referred to the patent activity 
of the appropriate Military Department. 


Iv. POLICY 


It is the policy of the Dene of Defense to encourage and 
facilitate international interchanges of patent rights and_technical 
information to further the common defense of the United States and 
friendly nations. In achieving this purpose, the following principles 
shall be observed. 

A. Classified military information shall be released only through 
Government channels and only when consistent with the National 
Disclosure Policy, or when approved as an exception to that Policy. 

B. In accordance with the Congressional policy prescribed by ref- 
erence (c), and pursuant to the bilateral agreements referred to in 
paragraph III above, commercial relationships shall be utilized when- 
ever appropriate and to the maximum extent feasible in order to en- 
courage the participation of private enterprise in the Mutual Security 
Program, to relieve the Department of Defense of administrative 
burdens, and to reduce the costs to the United States of such inter- 
changes. 

C. In accordance with reference (d), the utilization of commercial 
channels for the exportation of unclassified privately owned technical 
information relating to articles designated as arms, ammunition, and 
implements for war in the United States Munitions List shall be sub- 
ject to the regulations issued by the Secretary of State pursuant to 
reference (d) (Title 22, Code of Federal Regulations, Chapter 1, Sub- 
chapter M). (The term “technical data” is used in those regulations 
to describe technical information relating to such articles). 

D. Technical information which might be privately owned may be 
released under paragraph IV.E.1. or 1V.E.2. by Department of De- 
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fense Agencies to foreign governments if any one of the following 
conditions are met: 

1. The owner expressly consents to the proposed release; 

2. The United States, by contract or otherwise, has acquired 
or is entitled to acquire, the information under circumstances 
which permit the proposed release; or 

38. The Secretary of the Military Department concerned, or his 
designee, determines, under the authority of the Mutual Security 
Act of 1954, as amended, that— 

a. The exigencies of the requirement for release to further 
the common defense do not allow sufficient time to obtain 
the consent of the owner; or 

b, The owner refuses consent and the best interests of the 
United States would be served by the release. 

E. In accordance with the provisions of the agreements referred to 
in paragraph TIT above, the release to foreign governments by De- 

artment of Defense agencies of technical information which might 
e privately owned shall normally be in accord with the following 

two step perenne: 

1. Release for information only. 

2. Permission for manufacture, or use, for defense purposes. 

F. 1. All technical information, whether privately owned or gov- 
ernment owned, released to a foreign government by Department of 
Defense Agencies shall be marked with the following restrictions: 

“1, This information is accepted for defense purposes only. 

“2, This information shall ba accorded substantially the same de- 
ree of security protection as such information has in the United 
tates. 

“3. This information shall not be disclosed to another country with- 

out the consent of the United States.” 

2, When technical information which might be privately owned is 
released for information only, the restrictive marking shall also con- 
tain these additional notations: 

“4, This information is accepted upon the understanding that it 
might be privately owned. 

“S. This information is accepted solely for the purpose of informa- 
tion and shall accordingly be treated as disclosed in confidence. The 
recipient Goyernment shall use its best endeavors to ensure that the 
information is not dealt with in any manner likely to prejudice the 
rights of the private owner thereof to obtain patent or other like 
statutory protection therefor. 

“6. The recipient Government shall obtain the consent of the United 
States if it desires that this information be made available for manu- 
facture, or use, for defense purposes.” 

G. When technical information which might be privately owned 
is released under the procedures set forth herein, the owner, if known, 
shall be furnished : 

1. notice of the release ; 

2. the identity of the recipient, if not contrary to security 
regulations ; 

3. notice that the recipient has been advised that the informa- 
tion might be privately owned; and 

4. notice of the restrictions to which the release is subject. 
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Vv. CLAIMS FOR COMPENSATION 


A. With respect to interchanges in furtherance of the purpose of 
the Mutual Security Act of 1954, as amended, reference (b) provides 
the exclusive remedy for compensation for infringement within the 
United States of a patent issued by the United States and for damage 
resulting from the disclosure by the United States of privately owned 
technical information. 

B. The Secretaries of the Military Departments are hereby author- 
ized to exercise the power and authority conferred by reference (b) to 
enter into agreements with claimants in full settlement and com- 
promise of any claim against the United States thereunder, subject to 
such rules and regulations, if any, as the Secretary of Defense may 
promulgate from time to time. The Secretaries of the Military 
Departments are authorized to make successive redelegations in writ- 
ing of this power and authority to any officer, employee, board or 
agent of their respective departments. 

C. Funds appropriated for military assistance pursuant to the 
Mutual Security Act of 1954, as amended, which have been made avail- 
able to a Military Department may be used to settle claims under 
reference (b). In addition, in those cases where the provisions of 
10 U.S.C. 2386 are applicable, funds appropriated for a Military 
Department available for making or procuring supplies may be used 
to settle such claims. 

VI. IMPLEMENTATION 


Copies of implementing instructions issued by the Military Depart- 
ments shall be furnished to the Assistant Secretary of Defense, Inter- 
national Security Affairs, within thirty days after the effective date 
of this directive. Any subsequent modifications of such instructions 
are also to be furnished to the Assistant Secretary of Defense, Inter- 
national Security Affairs, within thirty days after issuance. 


VII. EFFECTIVE DATE 


This directive is effective immediately. 
Nem McEtzxoy, 
Secretary of Defense. 


Enclosure, 1: Sections 506, 413(a), and 414 of the Mutual Security 
Act, 1954, as amended. 


Pertinent Provistons or Tax Muruar Srcurrry Acr or 1954, as 
AMENDED 


Src. 506. Parents anp Txcunican Inrormation.—(a) As used 
in this section— 


(1) the term “invention” means an invention or discovery 
covered by a patent issued by the United States; and 

(2) the term “information” means information originated by 
or peculiarly within the knowledge of the owner thereof and 
those in privity with him, which is not available to the public and 
is subject to protection as property under recognized legal 
principles. 
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b) Whenever, in connection with the furnishing of any assistance 
in furtherance of the purposes of this Act— 
(1) use within the United States, without authorization by 
the owner, shall be made of an invention ; or 
_ (2) damage to the owner shall result from the disclosure of 
information by reason of acts of the United States or its officers 
or employees, 


the exclusive remedy of the owner of such invention or information 
shall be by suit against the United States in the Court of Claims or 
in the District Court of the United States for the district in which 
such owner is a resident for reasonable and entire compensation for 
unauthorized use or disclosure. In any such suit the United States 
may avail itself of any and all defenses, general or special, that might 
be pleaded by any defendant in a like action. 

to) Before such suit against the United States has been instituted, 
the head of the appropriate United States Government agency, which 
has furnished any assistance in furtherance of the purposes of this 
Act, is authorized and empowered to enter into an agreement with 
the claimant, in full settlement and compromise of any claim against 
the United States hereunder. 

(d) The provisions of the last sentence of section 1498 of title 28 
of the United States Code shall apply to inventions and information 
covered by this section. 

(e) Except as otherwise provided by law, no recovery shall be had 
for any infringement of a patent committed more than six years prior 
to the filing of the complaint or counterclaim for infringement in the 
action, except that the period between the date of receipt by the Gov- 
ernment of a written claim under subsection (c) above for compensa- 
tion for infringement of a patent and the date of mailing by the 
Government of a notice to the claimant that his claim has been denied 
shall not be counted as part of the six years, unless suit is brought 
before the last-mentioned date. 

Suc. 4138. Encouragement or Free Enterprise AND Private Par- 
TICIPATION.—(a) The Congress recognizes the vital role of free enter- 
prise in achieving rising levels of production and standards of living 
essential to the economic progress and defensive strength of the free 
world. Accordingly, it is declared to be the policy of the United 
States to encourage the efforts of other free nations to increase the flow 
of international trade, to foster private initiative and competition, to 
discourage monopolistic practices, to improve the technical efficiency 
of their industry, agriculture and commerce, and to strengthen free 
labor unions; and to encourage the contribution of United States 
enterprise toward economic strength of other free nations, through 
private trade and investment abroad, private participation in the 
programs carried out under this Act (including the use of private 
trade channels to the maximum extent practicable in carrying out such 
programs), and exchange of ideas and technical information on the 
matters covered by this section. 

Suc. 414. Munrrions Contrron.—(a) The President is authorized 
to control, in furtherance of world peace and the security and foreign 
policy of the United States, the export and import of arms, ammuni- 
tion, and implements of war, including technical data relating thereto, 
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other than by a United States Government agency. The President is 
authorized to designate those articles which shall be considered as 
arms, ammunition, and implements of war, including technical data 
relating thereto, for the purposes of this section. { 

(b) As prescribed in regulations issued under this section, every 
person who engages in the business of manufacturing, exporting, or 
importing any arms, ammunition, or implements of war, including 
technical data relating thereto, designated by the President under 
subsection (a) shall register with the United States Government 
agency charged with the administration of this section and in addition, 
shall pay a registration fee which shall be prescribed by such regula- 
tions. Such regulations shall prohibit the return to the United States 
for sale in the United States (other than for the Armed Forces of the 
United States and its allies) of any military firearms or ammunition 
of United States manufacture furnished to foreign governments by the 
United States under this Act or any other foreign assistance program 
of the United States, whether or not advanced in value or improved 
in condition in a foreign country. This prohibition shall not extend 
to similar firearms that have been so substantially transformed as to 
become, in effect, articles of foreign manufacture. 

(c) Any person who willfully violates any provision of this section 
or any = or regulation issued under this section, or who willfully, 
in a registration or license application, makes any untrue statement 
of a material fact or omits to state a material fact required to be stated 
therein or necessary to make the statements therein not misleading, 
shall upon conviction be fined not more than $25,000 or imprisoned not 
more note two years, or both. 


Exurir D 


DeparTMENT OF STaTe—AGrEEMENT ConcLUDED TO Permit THE Fi- 
inc or Patent Appiications on Secret Inventions In Norway 


The United States Government and the Norwegian Government 
concluded an agreement, effective January 17, 1959, establishing Pro- 
cedures for Reciprocal Filing of Classified Patent Applications in the 
United States of America and Norway. These procedures will permit 
an owner of a United States patent application placed under secrecy 
to file a patent application on the same invention in Norway. This 
agreement will serve to reduce the potential damages suffered by 
patent applicants with respect to classified inventions. 

The procedures, brought into force by an exchange of notes between 
the American Ambassador to Norway and the Norwegian Minister of 
Foreign Affairs, are based upon Article III of the United States- 
Norwegian Agreement to Facilitate Interchange of Patent Rights and 
Technical Information, signed at Oslo April 6, 1955. Article IIT of 
the 1955 Agreement requires that patent applications held in secrecy 
in one country will be similarly placed in secrecy when a correspond- 
ing patent application is filed in the other country under agreed 
procedures. 

In essence, what the procedures do is to enable the owner of a United 
States patent application placed under secrecy to obtain a modifica- 
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tion of the secrecy order permitting the filing of a patent application 
in Norway. This action will ensure protection #2 the invention in 
Norway against subsequent inventors who might file on the same 
invention. The procedures prescribe the requirements for obtainin, 

ermission to file in Norway, and set forth the channels to be u 

or transmitting the application and the security safeguards to be 
observed. Procedures are also set forth with respect to classified ap- 
Ehestony originating in Norway which are to be filed in the United 

tates. 

Similar procedural arrangements are already in force between the 
United States and the United Kingdom. In addition, negotiations are 
being conducted to establish reciprocal procedures with the other nine 
countries with whom patent and technical information interchange 
agreements have been negotiated. These countries are Australia, Bel- 

ium, France, The Federal Republic of Germany, Greece, Italy, 
5. an, the Netherlands and Turkey. 
copy of the United States-Norwegian Agreement is attached. 
Attachment: Agreement. 


Procepurrs ror Recrerocan Firine or Ciassirmp Parent Appiica- 
TIONS IN THE Unirep Srates or America AND Norway 


1. General 

The following procedures are in implementation of Article III of 
the Agreement between the Government of the United States of Amer- 
ica and the Government of Norway to Facilitate Interchange of Patent 
Rights and Technical Information for Defense Purposes which was 
signed and entered into force on April 6, 1955. The purpose of these 
procedures is to facilitate the filig of patent applications involving 
classified subject matter of defense interest, by inventors of one coun- 
try in the other country, and to guarantee adequate security in such 
other country for the invention disclosed by such applications. These 
procedures are based upon the following understandings with respect 
to basic security requirements. 

(a) Each Government has authority within its jurisdiction to im- 
pose secrecy on an invention of defense interest which it considers to 
involve classified subject matter. 

a The authority of each Government, when acting as the originat- 
ing Government, to impose, modify or remove secrecy orders shall be 
exercised only at the request, or with the concurrence, of national de- 
fense officials of that Government, or pursuant to criteria established 
by national defense agencies, of that Government. 

(c) Secrecy orders shall apply to the subject matter of the inven- 
tions concerned, and prohibit unauthorized disclosure of the same by 
all persons having access thereto. 

(d) Adequate physical security arrangements shall be provided in 
all Government departments, including Patent Offices, handling in- 
ventions of defense interest and all persons in these departments and 
offices required to handle such inventions shall have been security 
cleared. 

(e) Each Government shall take all possible steps to prevent unau- 
thorized foreign filing of patent applications which may involve classi. 
fied subject matter of defense interest. 
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(£) Permission for foreign filing of a patent application involving 
classified subject matter of defense interest shall remain discretionary 
with each Government. \ 

(g) The recipient Government shall assign to the invention involved 
a classification corresponding to that given in the country of origin 
and shall take effective measures to provide security protection appro- 
priate to such classification. 

(h) Where patent applications covered by a secrecy order are han- 
dled by patent agents or attorneys in private practice, arrangements 
shall be made for the security clearance of these agents or attorneys 
and all of their employees prior to their handling such applications or 
information relating thereto, as well as for adequate physical security 
measures in their offices. 

(i) When secrecy has been imposed on an invention in one country 
and the inventor has been given permission to apply for a patent in 
the other country, all communications regarding the classified aspects 
of the invention shall pass through diplomatic or other secure channels. 


2. Applications Originating in the UnitedStates 

The following provisions shall apply when for defense purposes, a 
United States patent application has been placed in secrecy under the 
provisions of Title 35, United States Code, Section 181, and the appli- 
cant wishes to file a corresponding application in Norway: 

(a) The applicant shall petition the United States Commissioner 
of Patents for modification of the secrecy order to permit filing in 
Norway. This petition will be prepared in conformance with para- 
graph 5.5 of Part 5, Title 87, Code of Federal Regulations, the provi- 
sions of which are incorporated herein by reference. 

(b) Permission to file a classified patent application in Norway is 
conditional upon the applicant agreeing to: 

(1) Make the invention involved or any information relating 
thereto available to the Norwegian Government for purposes of 
defense; 

(2) Waive any right to compensation for damage which might 
arise under the laws of Norway by virtue of the mere imposition 
of secrecy on his invention in Norway, but reserving any right of 
action for compensation provided by the laws of Norway for use 
by the Norwegian Government of the invention disclosed by the 

application. 

(c) Con obtaining permission to file in Norway, the applicant 
shall forward the documents for the foreign application to the de- 
fense agency which initiated the secrecy order. 

(d) The defense agency shall transmit, through diplomatic chan- 
Peal the documents received from the applicant, simultaneously, as 

ollows: 

(1) One copy to the Military Attaché at the Norwegian Em- 
bassy in the United States for use by the Norwegian Government 
for defense purposes; and 

(2) One copy to the appropriate section of the United States 
Embassy in Norway. The letter transmitting the documents to 
the United States Embassy in Norway shall indicate the security 
classification given to the application in the United States; state 
that the invention involved or information relating thereto has 
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been made available to the Norwegian Government for pur- 
poses of defense, and state that the applicant has authorization 
to file a corresponding application in Norway under the pro- 
visions of Title 35, United States Code, Section 185. It shall 
also include instructions for the Embassy to inquire of appro- 
priate Norwegian Ministry of Defense officials as to whether the 
Norwegian attorney or agency designated by the applicant is 
security cleared in accordance with the provisions of subparagraph 
1 (h) supra. 

(e) If the designated attorney or agent is not security cleared, the 
Norwegian Ministry of Defense shall so inform the appropriate sec- 
tion of the American Embassy, which shall forward such information 
to the United States defense agency which initiated the secrecy order. 
Tt shall then be necessary for the designated attorney or agent to be- 
come security cleared, if time permits, or for the patent applicant to 
select another attorney or agent and submit his name through the 
United States defense agency to the American Embassy in Norway. 

(£) When a security cleared attorney or agent has been designated, 
the Embassy shall transmit the documents to him by personal de- 
livery or in any other manner consistent with Norwegian security 
regulations. 

(g) The Norwegian attorney or agent shall then file the applica- 
tion in the Norwegian Patent Office. 

(h) The Government of Norway shall then place the application 
in secrecy. 

(i) The applicant shall submit as soon as possible to the initiating 
agency the serial number and filing date of the foreign application. 

8. Applications originating in Norway 

The following provisions shall apply when for defense purposes, a 
Norwegian patent application involving classified subject matter of 
defense interest has been placed in secrecy under the provisions of 
Norwegian law, and the applicant wishes to file a corresponding ap- 
plication in the United States of America. 

(a) The applicant shall send a written request to the Norwegian 
Minister of Defense asking permission to file such an application in 
the United States of America. 

(b) Permission to file a classified patent application in the United 
States shall be conditional upon the applicant agreeing to: 

(1) Make the invention ars or any information relatin; 
ee available to the United States Government for purposes 0: 

efense ; 

(2) Waive any right to compensation for damage which might 
arise under the laws of the United States by virtue of the mere 
imposition of secrecy on his invention in the United States, but 
reserving any right of action for compensation provided by the 
laws of the United States for use by the United States Govern- 
ment of the invention disclosed by the applications. 

(c) Upon obtaining permission to file in the United States, the ap- 
plicant shall forward to the Norwegian Ministry of Defense, three 
copies of the foreign patent application, all in conformance with Nor- 
wegian security regulations, 
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_(d) The Norwegian Ministry of Defense shall transmit, through 
diplomatic channels, the documents received from the applicant, 
simultaneously, as follows: 

(1) One copy to the Military Attaché in the United States Em- 
bassy in Norway for use by the United States Government for 
defense purposes; and 

(2) ‘Two copies to the Military Attaché at the Norwegian Em- 
bassy in the United States. The letter transmitting the docu- 
ments to the Military Attaché at the Norwegian Embassy in the 
United States shall indicate the security classification given to the 
application or patent in Norway and state that the invention in- 
volved and information relating thereto has been made available 
to the United States Government for purpose of defense, in ac- 
cordance with provisions of Title 35, United States Code, Sections 
181-188, inclusive. It shall also include instructions for the Mili- 
tary Attaché to inquire of the Secretary, Armed Services Patent 
Advisory Board, Patents Division, Office of the Judge Advocate 
General, Department of the Army, Washington 25, D.C., as to 
whether the American attorney or agent designated by the ap- 
plicant is security cleared in accordance with the provisions of 
subparagraph 1 (h) supra. 

(e) If the designated attorney or agent is not security cleared, the 
Secretary, Toga § Services Patent Advisory Board, shall so inform 
the Military Attaché, who shall forward such information to the 
Norwegian Ministry of Defense. It shall then be necessary for the 
designated attorney or agent to become security cleared, if time per- 
mits, or for the patent applicant to select another attorney or agent 
and submit his name through the Norwegian Military Attaché to the 
Secretary of the Armed Garsiges Patent Advisory Board. 

(£) When a security cleared attorney or agent has been designated, 
the Norwegian Military Attaché shall transmit the documents to him 
by personal delivery or in any other manner consistent with United 
States security regulations. The designated attorney or agent shall 
then file the application in the United States Patent Office and shall 
forward to the Secretary of the Armed Services Patent Advisory 
Board a copy of the application as filed, as well as a copy of the docu- 
ment issued by the Norwegian Government to the patent applicant 
permitting him to file in the United States. 

(g). The Government of the United States shall then place the ap- 
plication in secrecy. 


4. Subsequent Correspondence Between Applicant and Foreign Patent 
Office 


(a) All subsequent correspondence of a classified nature between 
an applicant in either country and the patent office in the other coun- 
try shall be through the same channels as outlined for the original 
application. ‘ 

b) Unclassified formal notification such as statements of fees, ex- 
tensions of time limits, etc., may be sent by the patent offices directly 
to the applicant or his authorized representative without any special 
security arrangements. 
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5. Removal of Secrecy 

(a) A secrecy order shail be removed only on the request of the 
originating Government. 

(b) The originating Government shall give the other Government 
at least six weeks notice of its intention to remove secrecy and shall 
take into account, as far as possible, any representations made by the 
other Government during this period. 


6. Notification of Changes in Laws and Regulations 
Each Government shall give the other Government prompt notice 


through the Technical Property Committee of any changes in its laws 
or regulations affecting these procedures. 


[Treaties and Other International Acts Series 41014 


INTERCHANGE OF PATENT RIGHTS AND TECHNICAL 
INFORMATION FOR DEFENSE PURPOSES: FILING 
CLASSIFIED PATENT APPLICATIONS 


AGREEMENT BETWEEN THE UNITED STATES OF AMERICA AND NORWAY 
Norway 


Agreement effected by ewchange of notes 
Signed at Oslo December 5, 1958, and January 6 and 17, 1959; 
Entered into force January 17, 1959. 


The American Ambassador to the Norwegian Acting Minister of 
Foreign Affairs 


Empassy or THE 
Unirep Srares or Amertca 
Oslo, December 5, 1958. 
No, 17 
EXxcge.iencr: 


Thave the honor to refer to the Agreement between the Government 
of the United States of America and the Government of Norway to 
Facilitate Interchange of Patent Rights and Technical Information 
for Defense Purposes, which was signed in Oslo on April 6, 1955, [*] 
and to the discussions between representatives of our two Govern- 
ments regarding procedures for the reciprocal filing of classified 
patent applications under the terms of Articles VI and III of this 
Agreement. I attach a copy of the procedures prepared during the 
course of these discussions and agreed to by those representatives. 

I am now instructed to inform you that the enclosed procedures 
have been agreed to by the Government of the United States of 
America. I would appreciate it if you would confirm that they are 
also acceptable to your Government. Upon receipt of such confirma- 
tion, my Government will consider that these procedures shall there- 


1TIAS 3226; 6 UST 799. 
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after govern the reciprocal filing of classified patent applications, in 
accordance with the terms of the aforesaid Agreement. M 

Please accept, Excellency, the renewed assurances of my highest 
consideration. 

Frances E, Wiis 

Enclosure: 

Copy of Procedures. 
His Excellency 

Arne Sxaue, 
Acting Minister of Foreign Affairs, 
Oslo. 
[The copy of procedures appears above. ] 


The American Ambassador to the Norwegian Minister of Foreign 


Affairs 
Empassy OF THE 
Unitep States or America, 
Oslo, January 6,1959. 


No. 1 
EXcELLENCY: 

I have the honor to refer to the Agreement between the Govern- 
ment of the United States of America and the Government of Norway 
to Facilitate Interchange of Patent Rights and Technical Information 
for Defense Purposes, which was signed in Oslo on April 6, 1955, and 
te my Note of December 5, 1958 to which was attached a copy of the 
procedures prepared by representatives of our two Governments that 
are to be followed under this Agreement. 

Inow regret to have to inform your Excellency that a typographical 
error was made in the copy of the agreement on procedures forwarded 
as an attachment to my Note of December 5, 1958, and that I have 
been asked to call to your Excellency’s attention that the number re- 
ferred to in paragraph 2.(d) (2) line 11 should read 184 instead of 185. 

Please accept, Excellency, the renewed assurances of my highest 
consideration. 

Frances E. Wiis 
His Excellence 
Hatyarp Laner, 
Minister of Foreign Affairs, 
Oslo 


The Norwegian Minister of F wba Affairs to the American 
Ambassador 
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AFFAIRES ESTRANGRRES 
Osto, 17th January 1959. 
EXXcELLENcY, 
I have the honour to acknowledge receipt of your Notes of 5th De- 
cember, 1958, and 6th January, 1959, the former reading as follows; 
[Text of which appears above. ] 
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